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IN THE 

United States Court of Appeals 

Distbict of Columbia. 


No. 9220. 


THE SCHOLL MFGr. CO., INC., Appellant ,! 

v. 

THE SCHIFF COMPANY AND CASPER W. bOMS, 
COMMISSIONER OF PATENTS, Appellees. 


Appeal from the Judgment of the District Court of the 
United States for the District of Columbia. 


BRIEF FOR APPELLANT. 

JURISDICTIONAL STATEMENT. 

The complaint alleges that this action arises under the 
trade mark laws of the United States, U. S. Code Title 15, 
Section 81, et seq., and is brought under Section 4915 of the 
Revised Statutes 1 (Par. 3, App. 2, 3). 

These allegations were denied in the answer (^ar. 3, 
App. 9). It was alleged in the answer that the lower court 
had no jurisdiction of this suit for the reason that this suit 

135 U. S. C. A. 63. 
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was not brought within the time fixed by R. S. Sec. 4915 
(Ans. Pars. 3 and 12, App. 9,11 and 12). 

The complaint also alleges that no appeal has been taken 
by appellee to the United States Court of Customs and 
Patent Appeals (Par. 12, App. 6). Appellant, in its answer 
(Par. 12, App. 11, 12), denied knowledge of this fact, but 
appellee offered no testimony to prove this allegation. 

Appellee thus failed to prove the presence of the requisite 
jurisdictional facts. 

The District Court did not decide the question of juris¬ 
diction and made no findings of fact or conclusions of law 
on this subject other than to say that “this is an action 
under Section 4915 of the Revised Statutes * * * ” (App. 17). 

The basis of this Court’s jurisdiction is the Act of Feb. 
13, 1925, Chapter 229, 43 Stat. 936, as amended, particu¬ 
larly Sections 128 and 240 of the Judicial Code. 

Appellant will contend that the judgment below should 
be reversed and the complaint dismissed for lack of jurisdic¬ 
tion over the subject matter. 

STATEMENT OF THE CASE. 

This is an appeal from the judgment of the District Court 
of the District of Columbia entered on December 7, 1945, 
adjudging that appellee is entitled to register its mark 
“Medico Pedic” for shoes as set forth in its application for 
registration Serial No. 433,630 and authorizing the Com¬ 
missioner of Patents to issue said registration (App. 18). 

The court below made two findings of fact: (1) that the 
action arises under Section 4915 for determination of ap¬ 
pellee’s right of registration of its mark, the Commissioner 
of Patents having sustained appellant’s opposition thereto 
in view of appellant’s prior trade mark registrations (listing 
the registrations), and (2) that the mark “Medico Pedic” 
does not so nearly resemble the marks of appellant as to be 
likely to cause confusion or mistake in the mind of the 
public (App. 17). 
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The only conclusion of law made by the court below is 
that appellee is entitled to register its mark and tbiat judg¬ 
ment should be entered for appellee (App. 17). 

Appellant, The Scholl Mfg. Co., Inc., is a nationally known 
distributor of orthopedic appliances, among which are foot 
appliances, foot remedies, and shoes (App. 26, 28)|. 

Appellant sells its products in interstate and injtrastate 
commerce through shoe stores, drug stores, department 
stores, and variety stores and also through appellant’s 
chain stores and through a large number of dealejr-owned 
shops (App. 27). 

Appellant is an old, well established concern and i 
and favorably known (App. 28). 

Many years ago appellant adopted the word “Medical” 
as a trade mark for arch supports and has continuously 
used said trade mark in interstate commerce since at least 
as early as 1918 (App. 28, 29). This trade mark wis regis¬ 
tered by appellant in the United States Patent Office on 
March 15,1927, as No. 225,272 (App. 28). 

Appellant has since 1912 extensively and continuously 
used in interstate commerce the trade mark “Ped}co” for 
a foot soap (App. 29,30), and the trade mark “Pracjipedic” 
for shoes (App. 35) and for arch supports (App. 3b). 

The trade mark “Pedico” was registered on Janjiary 30, 
1917, as No. 115,232 and renewed (Plf’s. Ex. 4). The trade 
mark “Practipedic” for shoes was registered by appellant 
on June 16, 1925, as No. 199,617 (App. 36) and for arch 
supports on April 24, 1917, as No. 116,370 (App. 37) and 
renewed (Plf’s Ex. 4; Scholl Ex. 22). 

In addition to these trade marks, appellant, for!a great 
many years, has extensively and continuously used, jn inter¬ 
state commerce, other trade marks for its products con¬ 
taining, as a prominent part thereof, the syllable ‘Ipedic”, 
among which are : * ‘ Pedicreme, ’ ’ which appellant has used 
for an analgesic cream since July 1, 1931, and wh|ich was 
registered as No. 305,473 on August 15, 1933 (A$p. 30); 
“Schopedic” which appellant has used for arch supports 
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since July 29,1920, and which was registered as No. 250,253 
on December 11, 1928 (App. 31); “Osteopedic” which 
appellant has used for arch supports since March 28, 1928, 
and which was registered on October 9,1928, as No. 247,829 
(App. 32); “Kiropedic” similarly used for arch supports 
since January 2, 1917, which trade mark was registered by 
appellant on April 24, 1917, as No. 116,369 (App. 35) and 
later renewed (Plf’s Ex. 4; Scholl Ex. 18), and “Pedicure” 
for combination sets for the care of the feet which ap¬ 
pellant has used since 1917 (App. 38). 

Appellant has also extensively, and for a great many 
years, used trade marks for its products containing, as a 
prominent part thereof, the syllable “Ped,” among which 
are: “Ped-o-Kube” for medicated foot bath tablets, used 
since the early part of 1921 (App. 32), which trade mark 
was registered as No. 197,403 on April 14, 1925 (App. 33); 
“Pedo-graph” for a device for obtaining an impression of 
the contour of the sole of the foot, used since March, 1916, 
registered as No. 204,815 on October 27,1925 (App. 33); and 
“Pedo-Print” for a similar device, used since May 1, 1930, 
registered September 30,1930, as No. 275,761 (App. 34). 

Appellant has extensively advertised its products bearing 
its said trade marks throughout the United States in news¬ 
papers, magazines, window trims and displays of all kinds 
(App. 38, 39). Appellant’s shoe business is large, amount¬ 
ing to about $750,000.00 per year (App. 50). 

In December, 1938, appellee, with knowledge of appel¬ 
lant’s business (App. 23), adopted the mark “Medico 
Pedic” and a design for shoes (App. 3). This was about 13 
years after appellant’s use of its trade mark “Practipedic” 
for the identical goods—shoes (App. 28); about 20 years 
after appellant’s use of “Medical” for arch supports (App. 
28, 29, 47); about 26 years after appellant’s use of its trade 
mark “Pedico” for a foot soap (App. 35), and many years 
after appellant’s use of its other trade marks for goods of 
the same descriptive properties (App. 46-49). Appellee 
did not enter the field until long after appellant had widely 
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and extensively nsed and advertised its products all over the 
country. 

Appellee’s application to register was passed to publi¬ 
cation (App. 4) whereupon appellant filed its no tide of op¬ 
position in the United States Patent Office opposing the 
registration of appellee’s mark because it is codfusingly 
similar to appellant’s registered and known tradle marks 
and is applied to identical and similar goods (App. 4). 

The Examiner of Trade Mark Interferences sustained 
appellant’s opposition (App. 54) and on June 15, 1943, the 
Commissioner affirmed his decision and refused tio regis¬ 
ter appellee’s trade mark “Medico Pedic” and! design 
(App. 57). 

This bill in equity was not filed until December i.5, 1943 
(App. 2) and the summons was not served until December 
23, 1943 (App. 8). 

A pretrial conference was held before Mr. Justice Letts 
at which time appellee, through its attorney, told tlje court 
that 

“The only question is whether the mark shown by 
this plaintiff (appellee) is confusingly similar to that 
of defendant’s The Scholl Manufacturing Co.’} (App. 

16). j 

I 

On October 19, 1944, a pretrial order so stating was 
entered by the court and was signed by appellee’s attorney 
Mr. Dowell and by Mr. Cochran, attorney for the Com¬ 
missioner (App. 16). ! 

In spite of this stipulation, the court at the trial, ad¬ 
mitted, over appellant’s objection, evidence of alleged use 
of marks by third parties (App. 20, 21) and evidence of 
alleged descriptiveness of appellant’s trade marks 
(App. 21). I 

The cause was tried on June 4, 1945 (App. 18), and on 
June 8, 1945, the court filed a memorandum in which it 
merely said: “Judgment for Plaintiff, Notify Counsel.” 
(App. 16). . 


i 
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RELEVANT PART OF STATUTES INVOLVED. 

The pertinent portion of the Act of March 3,1875, C. 137, 
Sec. 5 (18 Stat. 472) as now applied to the District Courts 
(Jud. Code, Sec. 37, 28 U. S. C. 80) is as follows: 

“If in any suit commenced in a District Court, or 
removed from a state court to a District Court of the 
United States, it shall appear to the satisfaction of the 
said District Court, at any time after such suit has 
been brought or removed thereto, that such suit does 
not really and substantially involve a dispute or con¬ 
troversy properly wdthin the jurisdiction of said Dis¬ 
trict Court, or that the parties to said suit have been 
improperly or collusivelv made or joined, either as 
plaintiffs or defendants, for the purpose of creating 
a case cognizable or removable under this chapter, 
the said District Court shall proceed no further there¬ 
in, but shall dismiss the suit or remand it to the court 
from which it was removed, as justice may require, and 
shall make such order as to costs as shall be just. ’ ’ 

The relevant part of Section 4915 of the Revised Statutes 
(U. S. C. Title 35, Sec. 63) here involved is as follows: 

“Whenever a patent on application is refused by 
the Commissioner of Patents, the applicant, unless 
appeal has been taken from the decision of the Board 
of Appeals to the United States Court of Customs and 
Patent Appeals, and such appeal is pending or has been 
decided, in which case no action may be brought under 
this section, may have remedy by bill in equity, if filed 
within six months after such refusal; and the court 
having cognizance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge that such 
applicant is entitled, according to law, to receive a 
patent for his invention, as specified in his claim or 
for any part thereof, as the facts in the case may 
appear. And such adjudication, if it be in favor of the 
right of applicant, shall authorize the commissioner to 
issue such patent on the applicant filing in the Patent 
Office a copy of the adjudication and otherwise comply¬ 
ing with the requirements of law. * * * ’ ’ 



The relevant part of the Trade Mark Act of 1905 (U. S. 
C. Title 15, Sec. 81, et seq.): 

“Sec. 5 U. S. C., title 15, sec. 85. That n^ mark by 
which the goods of the owner of the mark may be dis¬ 
tinguished from other goods of the same class shall be 
refused registration as a trade-mark on account of the 
nature of such mark unless such mark— 

# • # • 

“Provided, that trade-marks which are identical with 
a registered or known trade-mark owned and i in use by 
another and appropriated to merchandise of | the same 
descriptive properties, or which so nearly resemble a 
registered or known trade-mark owned and in use by 
another and appropriated to merchandise of the same 
descriptive properties as to be likely to cause jjonfusion 
or mistake in the mind of the public or to deceive 
purchasers shall not be registered * * V’ 

i 

STATEMENT OF POINTS. j 

The points upon which the appellant, The Scroll Mfg. 
Co., Inc., intends to rely on in this appeal are as' follows: 

1. The finding that the mark “Medico Pedic” does not 
so nearly resemble the marks of The Scholl Mfg. Co., Inc., 
as to be likely to cause confusion or mistake in the mind of 
the public is contrary to the evidence and is clearly er¬ 
roneous. 

2. The Court should have dismissed the complaint for 
want of equity. 

3. The Court erred in finding that the plaintijff is en¬ 
titled to register the alleged trade mark “Medico Pedic” 
for shoes in view of the prior extensive use by Appellant of 
the trade mark “Practipedic,” and other trade nfarks in¬ 
corporating the word ‘ 4 Pedic, ’ ’ on the same or similar goods. 

4. The Court erred in admitting evidence clearly in¬ 
competent, irrelevant and immaterial to the issues as framed 
by the pre-trial order. 
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SUMMARY OF THE ARGUMENT. 

I. 

To give the court jurisdiction of a case under Section 
4915 of the Revised Statutes, the plaintiff must allege and 
prove (1) that no appeal has been taken to the United 
States Court of Customs and Patent Appeals, or, if taken, 
that it was dismissed before decision, and (2) that the suit 
was filed within six months after the Commissioner’s re¬ 
fusal to register the mark or to grant a patent. 

Appellee alleged these jurisdictional facts, but they were 
traversed by appellant. Appellee did not offer any testi¬ 
mony to prove the presence of these jurisdictional pre¬ 
requisites. 

The record therefore fails to prove that this suit involves 
a controversy within the jurisdiction of the court below. 
Therefore the judgment below should be reversed and the 
complaint dismissed for lack of jurisdiction. 

n. 

The Patent Office tribunals concurred in holding that 
appellee’s mark should not be registered for the reason that 
the dominating spoken part of appellee’s mark “Medico 
Pedic” and appellant’s mark “Practipedic” (both used on 
identical goods), are so similar that the concurrent use of 
the marks on identical goods would be likely to cause con¬ 
fusion and mistake in the mind of the public and to deceive 
purchasers. 

While this suit is in form an independent suit to try 
de novo the same issues raised in the Patent Office, it is in 
effect a mode of reviewing the administrative determination 
that appellee’s mark is confusingly similar to appellant’s 
mark “Practipedic” admittedly used on identical goods. 

The burden of proof is on appellee to establish that the 
conclusions reached by the Patent Office tribunals were er¬ 
roneous. This onus must be sustained, not by mere pre¬ 
ponderance of the evidence, as is required in civil actions 
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generally, but by proof that is clear, conclusive and carries 
thorough conviction. | 

Appellee failed to meet this burden. 

There is no evidence in the record upon which the court 
below could properly base a conclusion contrary to that 
reached by the concurring decisions of the Pa 1 tent Office 
tribunals. j 

The finding of the lower court to the contrary is clearly 
erroneous and is not supported by the evidence, j 


At the time appellee entered the field with its mark 
“Medico Pedic,” appellant, to appellee’s knowledge, had 
for a great many years sold shoes, foot appliance^ and foot 
remedies, in large quantities, throughout a large {|>art of the 
United States, under trade marks nationally known and 
extensively advertised, such as “Practipedic,” “[Medical,” 
“Pedico,” “Pedicreme,” “Schopedic,” “ Osteopedic, ” 
“Kiropedic” and “Pedicure.” With all the world to 
choose from, appellee, with full knowledge of appellant’s 
business, adopted a mark whose dominating spoken part is 
“Medico Pedic,” for the identical goods to which, for many 
years before appellee’s first use of its mark, appellant ap¬ 
plied its trade mark ‘ ‘ Practipedic. ’ ’ 

Appellee’s mark is not only confusingly similar to ap¬ 
pellant’s trade mark “Practipedic” but is in substance a 
combination of two of appellant’s trade marks “(Medical” 
and “Pedico” applied to goods of the same descriptive 
properties. 

Appellee’s mark prominently employs the syllable 
“Pedic” which is also a prominent part of several of ap¬ 
pellant’s trade marks applied to identical goods and to 
goods of the same class. These marks have been in exten¬ 
sive and continuous use by appellant for a great many years 
before appellee adopted its mark. 

All of appellant’s trade marks, except “Pedicure,” were 
registered in the United States Patent Office prior to ap- 


I 
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pellee’s adoption of the mark it seeks to register. 

Appellee had actual notice of appellant’s business and 
had constructive notice of appellant’s previously registered 
trade marks. 

Under the circumstances there can be only one purpose 
in adopting a mark so nearly resembling appellant’s pre¬ 
viously registered trade marks and that is to trade upon 
appellant’s reputation. 

All doubt should be resolved against appellee. 

It is not equitable that any likelihood of confusion should 
exist when there are thousands of ways of formulating 
trade marks without in anyway even remotely encroaching 
upon a previously used and registered mark. 

IV. 

In view of appellee’s representation to the Court that the 
only issue here involved is whether appellee’s mark is con¬ 
fusingly similar to any of appellant’s trade marks, as set 
forth in the pretrial order, it was clearly erroneous to 
admit evidence as to the alleged descriptiveness of appel¬ 
lant’s trade marks. It was also clearly erroneous to admit 
evidence concerning the alleged use of trade marks by 
others who are not parties to this suit. 

Such evidence is wholly irrelevant, imm aterial and in¬ 
competent in any event and should have been excluded. 

ARGUMENT. 

The Court Lacks Jurisdiction of the Subject Matter. 

Jurisdiction of the subject matter is essential to the 
determination of every case and may be raised at any time. 
It cannot be conferred upon the court by waiver or consent 
of the parties (Green v. Ob erg fell, 73 App. D. C. 298,121 F. 
2d 46). 

R. S. Section 4915 expressly provides that no action 
may be brought under this section if an appeal has been 
taken to the Court of Customs and Patent Appeals from 
the Commissioner’s (or Board of Appeals’) decision or if 
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such an appeal is pending or has been decided- ii also pro¬ 
vides that the bill must be filed within six months after the 
refusal to register. j 

Therefore, to give the Court jurisdiction of this suit, 
appellee must allege and prove that this complaint was 
timely filed, and that it took no appeal from thq Commis¬ 
sioner’s decision to the Court of Customs and Patent Ap¬ 
peals, or that no such appeal is pending, or that such an 
appeal has not been decided. 

The complaint alleges “that no appeal has been taken 
by it (appellee) to the United States Court of Customs and 
Patent Appeals from the said refusal of the Commissioner 
of Patents to register * * * and that the bill of Complaint 
herein is filed within six months following the final decision 
of the Commissioner of Patents refusing registration * * 
This allegation was traversed in the answer (Par. 12, App. 
11, 12). Nevertheless, appellee failed to prove these facts. 

No evidence of any kind was offered to prov$ that no 
appeal was taken by appellee as alleged. Nor is t|here any 
evidence to establish that no such appeal is pending in the 
Court of Customs and Patent Appeals, or that such an 
appeal had not been decided. 

Appellee also failed to prove that it filed this bill with¬ 
in six months after the Commissioner’s refusal to register. 

The record shows that the Commissioner’s jdecision, 
affirming the Examiner of Trade Mark Interferences and 
sustaining appellant’s opposition, was made on June 15, 
1943; that appellee asked for reconsideration of the Com¬ 
missioner’s decision and on July 14, 1943, the Commis¬ 
sioner reaffirmed his decision (Complt. Par. 8, Appi 5; Ans. 
Par. 8, App. 11). j 

Under the authorities appellee’s time for filing its bill 
in equity under Section 4915 began to run on June 15, 1943, 
when the Commissioner refused to register appellee’s mark 
(In re Horton, 58 F. 2d 682; Ross v. Loewer, 9 Apip. D. C. 
563; Mattullath Aeroplane Co. v. Newton, Commi’r, 1921 
C. D. 103, S. Ct D. of C.). I 


! 
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Hence appellee was required to file its bill in equity 
prior to December 15,1943. 

The complaint in the instant case was lodged with the 
Clerk on December 15, 1943 (App. 2), but the summons 
was not served until December 23,1943 (App. 8). 

Therefore this complaint was not filed, within the meaning 
of Section 4915, until December 23, 1943, which is too late. 

The requirement that the bill be filed within six months 
is jurisdictional. In such a case the bill is not filed until 
summons is served. 

As we said in Wheeler v. Walton & Whann Co., 65 Fed. 
720, 722: 

“The first inquiry, then, is, how and when did the 
jurisdiction of this court commence! The mere filing 
of a bill in equity does not give jurisdiction. Service 
of process is always requisite, and, until the subpoena 
has been served on the defendant, jurisdiction is not 
complete, either of the parties or of the property. ’ ’ 

In U. S. v. Kearns, 26 F. 2d 235, the court held that a suit 
to recover on a contractor’s bond must be dismissed for lack 
of jurisdiction although it was filed within the statutory 
period but the summons was not served until after the 
statutory period had expired. 

Appellant is an indispensable party to this suit, since 
it is the only adverse party. It is settled that although a 
bill in equity under Section 4915 is timely filed, it must be 
dismissed if an indispensable party is not brought before 
the court until after the six months period has expired 
(Nachod & U. S. Signal Co. v. Automatic Signal Corpora¬ 
tion, 2nd Cir., 105 F. 2d 981; Robinson, et al., v. Wayne, 
78 App. D. C. 15,136 F. 2d 767; U. S. v. Washington Insti¬ 
tute of Technology, 3rd Cir., 138 F. 2d 25). 

In this case appellant was not brought before the court 
until the summons was served, which was after the six- 
month period expired and too late to give the court juris¬ 
diction. 


The recent decision of Klumb v. Roach, 151 F. £d 374, 7th 
Cir., is pertinent here. There the application V a s owned 
by Roach and Tower. The bill was filed in time but only 
Roach was made a party. Before the six months expired 
Tower entered his appearance in the cause as attorney for 
Roach. After the six months expired, Tower was made a 
party and summons was served on him. The court dis¬ 
missed the complaint for want of jurisdiction. 

It is thus apparent that appellee has not proved the 
jurisdictional facts necessary to give the court below juris¬ 
diction of this cause. 

McNutt v. General Motors Corp., 298 U. S. 178, is con¬ 
trolling of this question. There, as here, the jurisdictional 
facts were alleged in the bill and traversed in tlie answer, 
but plaintiff failed to support its jurisdictionjal allega¬ 
tions by competent proof. The Supreme Court! held this 
was fatal, reversed the lower court’s judgmenlj and dis¬ 
missed the bill for lack of jurisdiction of the subject matter. 

Referring to the Act of March 3, 1875 (Br. R. 6), the 
Supreme Court, in the cited case, said, at page 182, that 
this act “explicitly charges those Courts (the District 
Courts) with the duty of enforcing these jurisdictional limi¬ 
tations.” 

After a comprehensive review of its earlier decisions, the 
Supreme Court concluded, at pages 188-189: 

“The question which was thus suggested and put 
aside in Chase v. Wetzlar is definitely before us in the 
instant case and should be decided. The Act of 1875 
prescribes a uniform rule and there should ibe a con¬ 
sistent practice in dealing with jurisdictional questions. 
We think that the terms and implications of the Act 
leave no sufficient ground for varying rules ,as to the 
burden of proof. The prerequisites to the exercise of 
jurisdiction are specifically defined and the plain im¬ 
port of the statute is that the District Court is vested 
with authority to inquire at any time whether these 
conditions have been met. They are conditions which 
must be met by the party who seeks the exercise of 
jurisdiction in his favor. He must allege in his plead- 
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mg the facts essential to show jurisdiction. If he fails 
to make the necessary allegations he has no standing. 
If he does make them, an inquiry into the existence of 
jurisdiction is obviously for the purpose of determining 
whether the facts support his allegations. In the 
nature of things, the authorized inquiry is primarily 
directed to the one who claims that the power of the 
court should be exerted in his behalf. As he is seeking 
relief subject to this supervision, it follows that he 
must carry throughout the litigation the burden of 
showing that he is properly in court. The authority 
which the statute vests in the court to enforce the limi¬ 
tations of its jurisdiction precludes the idea that juris¬ 
diction may be maintained by mere averment or that 
the party asserting jurisdiction may be relieved of his 
burden by any formal procedure. If his allegations of 
jurisdictional facts are challenged by his adversary 
in any appropriate manner, he must support them by 
competent proof. And where they are not so chal¬ 
lenged the court may still insist that the jurisdictional 
facts be established or the case be dismissed, and for 
that purpose the court may demand that the party 
alleging jurisdiction justify his allegations by a pre¬ 
ponderance of evidence. We think that only in this way 
may the practice of the District Courts be harmonized 
with the true intent of the statute which clothes them 
with adequate authority and imposes upon them a cor¬ 
relative duty.” 

In view of the foregoing it follows that the jurisdictional 
facts were not proved and the court lacks jurisdiction of 
the subject matter. Therefore, the judgment below must 
be reversed and the complaint dismissed for want of juris¬ 
diction. 

Appellee is Not Entitled to Register Its Mark 
“Medico Pedic.” 

Appellee and appellant are competitors (App. 50). Ap¬ 
pellee had actual knowledge of appellant’s business (App. 
23) and constructive notice of appellant’s previously regis¬ 
tered trade marks here relied upon (Wine Ry. Appliance 
Co. v. Enterprise Ry. Eq. Co., 297 U. S. 387). 




Appellee’s goods are shoes. 

Appellant’s goods are shoes, foot appliances find foot 
remedies. 

The dominantly spoken part of appellee’s mark is 
“Medico Pedic.” 

Appellant’s trade mark which has been extensively nsed 
on shoes long prior to appellee, is “Practipedic” (App- 35). 
Some of appellant’s other previously used and nationally 
known trade marks on similar goods are “Medical,” 
“Pedico,” “Pedicreme,” “Schopedic,” “Ostebpedic,” 
“Ped-o-Kube,” “Pedo-graph,” “Pedo-Print,” “Kiro- 
pedic” and “Pedicure” (App| 46-49). 

There is no dispute about the fact that appellant’s use 
of its trade marks on identical goods, and on goods of the 
same class, antedates any use by appellee of its mark. 

Appellant’s shoe business alone is large, amounting to 
about $750,000 annually (App. 50). Appellant does a large 
business in its foot appliances and foot remedies, which are 
clearly goods of the same descriptive properties ab shoes. 


Appellant advertises its products under its trade marks 
extensively and nationally (App. 38). 

It is not denied that appellee entered the field trith its 
mark with knowledge of appellant’s business. 

The Examiner of Trade Mark Interferences, in Sustain- 

ing appellant’s opposition, held (App. 56): 

• 

“The opposer relies on some twelve registrations for 
various notations including the term ‘Ped’ or ‘Pbdic’ as 
well as the notation ‘ Medical. ’ These registrations are 
applied to various goods including shoes, arch sup¬ 
ports, foot soap and creams, and foot measuring de¬ 
vices. Of these registrations the most pertinent herein 
is deemed to be Registration No. 199,617 for the nota¬ 
tion ‘Practipedic’ applied to shoes, boots and slippers. 
By reason of this registration opposer is the pribr user, 
and since the goods are identical, the only question for 
determination herein relates to the similarities! of the 
marks. 

“In applicant’s mark ‘Pedic’ is the only undis¬ 
claimed spoken term and it is likewise believed to be an 
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essential and prominent portion of opposer’s mark. 
While it is true that applicant’s mark also includes 
design features, these features form no part of the 
spoken term and likewise are deemed to be of such gen¬ 
eral character that they would make little if any im¬ 
pression on purchasers of the goods. The examiner 
therefore concludes that the similarities of the marks 
are such as to be likely to cause confusion in trade and 
to deceive purchasers when applied to the goods in 
question.” 

The Commissioner of Patents affirmed this decision 
(App. 57). 

These concurring decisions of the Patent Office consti¬ 
tute an administrative determination of the fact that ap¬ 
pellee’s mark is confusingly similar to appellant’s, applied 
to the same goods, and should not be set aside except upon 
evidence that is clear and conclusive. The basic doctrine 
governing judicial review of administrative action was well 
stated by Mr. Justice Cardozo in Miss. Valley Barge Line 
Co. v. U. S., 292 U. S. 282, 286-287: 

“The judicial function is exhausted when there is 
found to be a rational basis for the conclusions ap¬ 
proved by the administrative body.” 

This doctrine is as applicable to this proceeding to set 
aside the action of the Patent Office as it is in the case of 
rulings of other administrative agencies. 

Mr. Justice Shepard of this Court of Appeals in an early 
case stated that “The burden is upon the complainant to 
establish the affirmative by proof that is clear and con¬ 
clusive” (Durham v. Seymour, 6 App. D. C. 78,91). 

Bayer v. Rice, 64 App. D. C. 107, 75 F. 2d 238, is to like 
effect. 

This court has again and again held that if there is any 
rational basis for the conclusion of the Patent Office, its 
decision should be sustained (Radtke Patents Corporation 
v. Coe, 74 App. D. C. 251, 255, 122 F. 2d 937; Forward 
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Process v. Coe, 73 App. D. C. 100,116 F. 2d 946; 4d>t>ott v. 
Coe, 71 App. D. C. 195,109 F. 2d 49). j 

The Supreme Court has adhered to the same view. In 
Morgan v. Daniels, 153 U. S. 120, at page 124, the Supreme 
Court said: i 

i 

I 

“But this is something more than a mere appeal. It 
is an application to the court to set aside the ^ction of 
one of the executive departments of the government. 
The one charged with the administration of thje patent 
system had finished its investigations and i^iade its 
determination with respect to the question of priority 
of invention. That determination gave to the de¬ 
fendant the exclusive rights of a patentee. A hew pro¬ 
ceeding is instituted in the courts—a proceeding to set 
aside the conclusions reached by the administrative 
department, and to give to the plaintiff the rights there 
awarded to the defendant. It is something in the nature 
of a suit to set aside a judgment, and as such is not to 
be sustained by a mere preponderance of evidence. 
Butler v. Shaw, 21 Fed. Rep. 321, 327. * * * 

“Upon principle and authority, therefore, jit must 
be laid down as a rule that where the question decided 
in the Patent Office is one between contesting parties 
as to priority of invention, the decision ther,e made 
must be accepted as controlling upon that question of 
fact in any subsequent suit between the same parties, 
unless the contrary is established by testimony which 
in character and amount carries thorough convic¬ 
tion. ” | 

i 

This record conclusively establishes that appellant is a 
very large manufacturing distributor of various fpot ap¬ 
pliances, remedies and of shoes, under the marks her|e relied 
upon which are nationally advertised; that appellants shoe 
business amounts to about $750,000 a year; that appellant 
is the prior user and that appellee entered the field with full 
knowledge of appellant’s rights. 

Appellee also produced the testimony of two of its 
employees, Mr. Taylor and Mr. Ingleman. Mr. Taylor’s 
testimony is to the effect that he is employed by ^he ap¬ 
pellee at its B ij fe riofr uf — Qulumbia store (App. 20); that 


I 
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he designed appellee’s mark which it is seeking to register 
(App. 20); and “I would say that these names (appellant’s 
trade marks) have no hearing on ours because they apply 
to foot appliances while ours is on the shoe” (App. 23). 
Mr. Taylor further testified that he had not heard of any 
instance of actual confusion between appellee’s mark here 
involved and any of appellant’s trade marks (App. 23). 

Mr. Ingleman is manager of appellee’s District of Co¬ 
lumbia store (App. 23). Mr. Ingleman admitted that he 
knows appellant and that he knows appellant is primarily 
in the foot appliance business and has been in that business 
for a number of years (App. 23). Mr. Ingleman also testi¬ 
fied that he believes that appellant’s trade marks have no 
bearing on appellee’s because appellant’s marks are applied 
to foot appliances while appellee’s “is on the shoe” (App. 
23). Mr. Ingleman further testified “this word ‘Pedic’ as 
near as I can see does not really have a meaning” (App. 
23) and that he had not heard of any confusion between 
appellee’s mark and any of appellant’s trade marks 
(App. 24). 

Messrs. Taylor and Ingleman testified solely as to their 
personal experiences and only as to what took place in one 
of appellee’s stores. They did not deny that the mark 
“Medico Pedic” and “Practipedic” are similar in sound 
as found by the Patent Office, or that those marks do not in 
fact so nearly resemble each other as to be likely to cause 
confusion in trade as was also found by the Patent Office, 
or that the syllable “Pedic” is an essential and prominent 
part of both marks, as was further found by the Patent 
Office. They merely said that they had not personally heard 
of any confusion between the marks involved. 

It is quite possible that confusion has occurred but was 
not called to the attention of either Mr. Taylor or Mr. 
Ingleman, or that confusion in trade has taken place in some 
of appellee’s other stores. 

In these times when products are widely advertised over 
the radio, similarity in sound is very vital and is almost 
certain to lead to confusion in trade. 
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_ I 

Furthermore, these witnesses were so biased that, in 
spite of the fact that appellee had itself introduced evidence 
showing that appellant did a very large shoe business and 
has continuously sold its shoes under its trade mark 
“Practipedic,” they testified that appellant’s trade marks 
“have no bearing on ours because they apply to] foot ap¬ 
pliances while ours is on the shoe” (App. 23). 

Not only does the evidence show that appellee’s mark 
“Medico Pedic” is confusingly similar to appellant’s mark 
“Practipedic” used on identical goods, but it a^so estab¬ 
lishes that appellee selected two of appellant’s trade marks 
and has combined those tw r o trade marks into c|ne. Ap¬ 
pellee’s mark “Medico Pedic” is in reality appellant’s trade 
mariLilMerfce^” combined with appellant’s mark ‘f Pedico” 
~or with the “Pedic” portion of some of appellant’s trade 
marks, which are here relied on. 

The slight difference in spelling between “Medical” and 
“Medico” and between “Pedico” and “Pedic” does not 
serve to distinguish so as to avoid confusion. 

For many years appellant has been using its l \ Pedico” 
trade mark and its other trade marks here relied on, which 
make use of the distinguishing portion “Pedic” and has 
made those marks indicative of origin in appellant. 

The adoption by appellee of the term “Medic<j> Pedic” 
wdth full knowledge of appellant’s prior use of th^se trade 
marks clearly shows an attempt to trade upon appellant’s 
reputation. 

We respectfully urge that the evidence fully establishes 
that the Patent Office determination was correct.] It cer¬ 
tainly falls far short of proving that the Patent Office erred. 
The court below clearly erred in finding to the Contrary. 
The judgment below should be reversed with directions 
to dismiss the complaint. 
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The Patent Office Determination is Supported by the 

Authorities. 

The rule is well settled that all doubts will be resolved 
against a late comer (Thum v. Dickinson, 46 App. D. C. 
306). 

In this case the evidence shows that the distinguishing 
mark of appellant’s trade marks is the notation “Pedic.” 
When appellee filed its application to register its mark it 
disclaimed the term ‘‘Medico” but did not disclaim the 
term “Pedic” until after the Examiner or Trade Mark 
Interferences sustained the trade mark opposition (App. 
25). The manager of one of appellee’s stores conceded that 
“Pedic” has no meaning (App. 23). 

The Patent Office determined the issues against appellee. 
They found that the marks in issue, applied to the same 
goods, are confusingly similar. 

Appellee had the duty of adopting a mark so differing 
from appellant’s as to avoid any likelihood of confusion. 

As the pioneer user of trade marks the dominating por¬ 
tion of which is “Pedic,” appellant should receive every 
consideration so far as resolution of doubt on the question 
of likelihood of confusion is concerned (E-Z Waist Co. v. 
Reliance Mfg. Co., 286 F. 461, 52 App. D. C. 291). 

In 0. & W. Thum Co. v. Dickinson, 46 App. D. C. 306, 
1917 C. D. 166, at 168, this Court, speaking through Mr. 
Justice Robb, said: 

“When it appears, therefore, as it does here, that a 
large and prosperous business has been built up by 
legitimate effort, and that a trade-mark has become 
associated in the mind of the public as pointing to the 
origin of the manufactured product, it is our duty care¬ 
fully to protect the rights of the manufacturer, to the 
end that the Trade-Mark Act shall not become a vehicle 
of unfair competition. As we have many times stated, 
there is absolutely no excuse, either legally or morally, 
for an even approximate simulation of a well-known 
trade-mark appropriated to goods of the same descrip¬ 
tive properties. And when it becomes apparent that 
such an attempt has been made, the two marks should 
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not be examined with a microscope to detect minute 
differences, but rather should be viewed as wffiole, 
as the general public would view them. The points of 
similarity are more important than the pointif of dif¬ 
ference.” 


In Wanamaker v. Warner, 58 App. D. C. 284, 29 Fi 2d 872, 
the marks “Redleaf” and “Redfern,” both applied to 
corsets, were held deceptively similar although applicant’s 
mark was used on a pictorial background. There, as here, 
the Patent Office tribunals concurred in holding tl^em de¬ 
ceptive. In affirming, this Court said, at page 873: i 

“The words Redfern and Redleaf are suggestive of 
similar parts of plants, and the syllable ‘redl is the 
first and most striking element in each. They arle likely 
to lead to confusion in the memory of the average buyer 
of such goods. The picture of a maple leaf in fhe ap¬ 
plicant’s mark is not controlling; it is not parti of the 
name when spoken, and is of secondary importance in 
the case. The applicant says that the word Rjedfern 
w r as adopted by opposer solely because it was the name 
of a designer of corsets, and vras not intended to bear a 
descriptive meaning. That fact however has np rela¬ 
tion to the probability of confusion resulting frpm the 
use of both marks for identical goods. Moreover we 
can not overlook the fact that the opposer had made 
great expenditures of money and effort in advertising 
its mark for corsets in this and other countries during a 
period of many years before the applicant made juse of 
its mark for that article.” 

i 

In the case at bar the situation is much the same.j The 
syllable “Pedic” is the most striking element in the ijnarks 
used by both parties on shoes. They are likely to lejad to 
confusion in the memory of the average buyer of such g[oods. 
The background used by appellee is not part of the jname 
when spoken and is not even distinctive, as vras foupd by 
the Examiner (App. 56). This Court should not overlook 
the fact that appellant has extensively advertised its mark 
“Practipedic” for shoes in this country for many ^rears 
before appellee made use of its mark for that article. 
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Again in Wadsworth v. Steel Company, 48 App. D. C. 
592, 1919 C. D. 207, this Court pointed out that the likeli¬ 
hood of confusion depends as much upon the probabilities 
of the future as upon the experience of the past. This 
Court there held that the marks “Agate” and “Agatene” 
were confusingly similar, and said: 

“* * * * the similarity of the marks furnishes con¬ 
vincing proof of the likelihood of confusion.” 

In National Biscuit v. Carr Biscuit, 55 App. D. C. 46, 3 
F. 2d 87, at 88, this Court held the trade mark “Eta” de¬ 
ceptively similar to “Uneeda” when applied to identical 
goods because the words were similar in sound. The fol¬ 
lowing quotation from that decision is paritcularly perti¬ 
nent here: 

“Moreover, it is rightly argued by the appellant that 
biscuits and crackers are generally put up for the 
retail trade in small packages, costing but little, and 
are frequently purchased, perhaps in haste, at store 
counters by persons unable to read, including children, 
servants, foreigners, and uneducated persons, and are 
also often ordered over the telephone. These circum¬ 
stances give emphasis to the fact that a similarity in the 
sounds of the trade-mark of such competing articles 
would naturally result in confusion. Under such cir¬ 
cumstances, an article of great merit, extensively adver¬ 
tised, and representing a large investment for publicity, 
is likely to be confused in the retail trade with other 
articles, to the great loss of the vendors, and to the 
prejudice of the purchasing public.” 

Appellee was fully aware of appellant’s prior use of its 
trade marks on identical and similar goods. As was said by 
this court in Coca-Cola v. Chero-Cola, 51 App. D. C. 27, 273 
F. 755, at 757: 

“Why was this mark selected by it, since it had so 
many others from which to choose? Is not its action 
open to the inference that the purpose was to ap¬ 
propriate some of opposer’s business, by producing 
confusion in the minds of the purchasing public ? ” 
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The remarks of Judge Warrington, in 0. & W.i Thum Co. 
v. Dickinson, 245 F. 609, at 621, 6th Cir., are applicable here: 

“Scarcely anything of an evidential nature, for ex¬ 
ample, could more certainly characterize iijitent than 
repeated imitation of material parts of another per¬ 
son’s trade tokens; the imitations themselves reveal the 
object.” j 

This Court should deny appellee the right to register its 
mark, as it is obvious that likelihood of confusion Twill result 
from the simultaneous use of these marks on identical 
goods. Any doubt on this score should be resolved against 
appellee primarily to protect the public (Goodrich Drug Co. 
v. Cassanda, 46 App. D. C. 146). i 

I 

Marks Are Not to be Tested by Side-by-Side Comparison. 

In Coca-Cola Co. v. Chero-Cola Co., 51 App. D. C. 27, 273 
Fed. 755, this Court held that “ Chero-Cola” was deceptively 
similar to “Coca-Cola,” In so holding, this Court stated 
the principles by which the question whether the marks 
here involved are deceptively similar is to be dejtermined, 
in these words: 

I 

“It is true that, if we analyze the two mgrks, dif¬ 
ferences will be found. They do not sound qgite alike, 
and the number of letters in each is not the siame; but 
these are only arguable differences, which are not 
enough to defeat the opposition. William ^Valtke & 
Co. v. Geo. H. Schafer & Co., 49 App. D. C. 254, 256, 
263 Fed. 650, and cases cited; Thos. Manufacturing Co. 
v. Aeolian Co., 47 App. D. C. 376, 379. 

“Each of the marks embraces two hyphenated words. 
1 C ’ is the first letter in each mark, and ‘ Cola f the last 
word in each. The image which one mark paints upon 
the mind is not clearly different from that made by the 
other mark. To require that the line which separates 
marks should be well defined is not to ask t<j>o much, 
since the field from which a person may select a mark 
is almost limitless. Florence Manufacturing Co. v. 
Dowd & Co., 178 Fed. 73, 75, 101 C. C. A. 565; Waltke 
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& Co. v. Schafter & Co., supra; Thos. Manufacturing 
Co. v. Aeolian Co., supra, 47 App. D. C. 378. If he is 
not content with a word to be found in a dictionary, he 
may coin one. 

“Of course, if the two marks were placed together, 
or if a person’s attention was in some other way di¬ 
rected to them, there would be no difficulty in ap¬ 
prehending the difference between them. This, how¬ 
ever, is not the way to make the test. Ordinarily the 
prospective purchaser does not carry more than a 
faint impression of the mark he is looking for. If the 
article offered to him bears a mark having any re¬ 
semblance to the one he is thinking of, he is likely to 
accept it. He acts quickly. He is governed by a general 
glance. The law does not require more of him. Patton 
Paint Co. v. Orr’s Zinc White, 48 App. D. C. 221.” 

These principles are sound and should be applied to the 
case at bar. 

“ Practipedic ” and “Medico Pedic” are so much alike in 
sound and appearance that one with a faint impression of 
appellant’s earlier “Practipedic” shoes would very likely 
accept appellee’s “Medico Pedic” shoes if they were of¬ 
fered to him. 

We submit that it is only fair and just that appellee be 
required to adopt a mark which so far distinguishes from 
appellant’s as to avoid the likelihood of confusion or decep¬ 
tion, particularly when it is considered that both parties 
apply their marks to a product—shoes—bought by all 
classes of people, many of whom are ignorant or unable to 
read or unable to properly pronounce such uncommon ex¬ 
pressions. 

Appellee is an Admitted Copyist. 

In explaining how appellee came to adopt the mark it 
seeks to register, Mr. Taylor testified as follows (App. 20): 

“I happened to see a display card in a drug store 
which had the word, ‘Medico’ displayed in connection 
with pipes and it struck me as a good name for shoes 
in connection with the word ‘Pedic’.” 
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Coca-Cola is also a good name for a drink. Of course 
after appellant advertised its shoes and similap products 
under trade marks, the dominant portion of which is 
‘ ‘ Pedic, ’ ’ in newspapers, magazines and displays, for many 
years over the entire United States, “Pedic” also became 
a good name for shoes. 

This testimony, coupled with Mr. Ingleman’s admission 
that he knew of appellant’s business, exposes appellee’s 
real purpose. 

Clearly, appellee’s mark should not be registered. 

. 

The Marks in Issue are Likely to Lead to Confusion, 

As indicating the attitude of the courts on the question 
of confusing similarity, we call attention to several de¬ 
cisions where the marks involved were far more distin¬ 
guishable than “Medico Pedic” and “Practipedic,” and 
yet, applying the test laid down by this Court in the Coca- 
Cola v. Chero-Cola case, 51 App. D. C. 27, the (fcourt held 
them to be so similar as to be likely to lead to confusion 
and to deceive the public: 

ELGIN AMERICAN \ Ill. Watch Case Co. v r Shulton, 
EARLY AMERICAN J Inc., Ill F. 2d 298 (C. C. P. A.). 

COCA-COLA 1 Coca-Cola v. Chero-Cola, 51 App- D. C. 
CHERO-COLA J 27,273 F. 755. ! 

PREST-O-LITE \ French Battery & Carbon Co. v. Prest- 
RAY-O-LITE J O-Lite Co., 49 App. D. C. 373j 

AMMO-PHOS-KO \ Synthetic Nitrogen v. ^American 
NITROPHOSKA J Cyanamide, 21 T. M. Rep. 1^3. 

MAIL-O-METER \ International Postal Co. v. Pitney- 
SEAL-O-METER J Bowes, 38 F. 2d 692, C. C. P. A. 

AMERICAN LADY 1 Hamilton Crown Shoe Co. v. 
THE AMERICAN GIRL J Wolf, 39 F. 2d 272, Q. C. P. A. 

ARCH PRESERVER \ Trustees, etc., v. McCreery & Co., 
FOOT PRESERVER J 49 F. 2d 1068, C. C. P. Aj. 

RUTH’S HOME RUN ") Ruth Candy Cp. v. Cur- 

GEORGE H. “BABE” RUTH [ tiss Candy Co.i 49 F. 2d 
BABY RUTH J 1033, C. C. P. A. 
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BARRELLED SUNLIGHT 
CANNED LIGHT 


Boydell Bros. v. U. S. Gntta 
Percha Paint Co., 57 App. 
D. C. 308. 


DUTCH CLEANSER "1 Morrison Co. v. Cudahy Packing 
BEATS THE DUTCH J Co., 50 App. D. C. 236. 

CELOTEX 1 Celotex Co. v. Bronston Bros., 49 F. 2d 
FLAMETEX J 1048, C. C. P. A. 

CHANCELLOR CLUBl Re Herbst Imp. Co., 30 App. 
CLUB COCKTAILS J D. C. 297. 


A member of the public familiar with appellant’s na¬ 
tionally advertised trade marks will very likely assume that 
shoes labeled with appellee’s mark originated with appel¬ 
lant. That is the mischief which the statute seeks to prevent. 


Prevention of Confusion and Deception is Paramount 

Issue—Third Parties’ Marks Are of no Effect Here. 

In view of appellee’s representations to the court at the 
pretrial conference (App. 16), evidence concerning regis¬ 
trations issued to others for marks containing “Pedic” and 
of similar marks listed in a Directory was clearly inadmis¬ 
sible as irrelevant to the issues. 

This evidence should not have been admitted in any event. 
The authorities agree that it is the probable confusion be¬ 
tween the mark appellee seeks to register and appellant’s 
marks which the Court is to decide in a proceeding of this 
nature, not whether a third party has registered a mark 
having some of the characteristics of the marks here in¬ 
volved. 

In Simoniz Co. v. Permanizing Co., 49 F. 2d 846, the Court 
of Customs and Patent Appeals was referred to registra¬ 
tions issued to third parties which were claimed to more 
closely resemble appellant’s mark than does appellee’s. 
The court held that the question is not before the court and 
refused to consider the rights of third parties. 

In Weyenberg Shoe Mfg. Co. v. Hood Rubber Co., 49 F. 
2d 1046 (C. C. P. A.), the same point was urged and the 



court again held that the rights of third parties are wholly 
immaterial. The court said, at page 1048: 

“Attention has been directed here, as in many other 
cases coming before us, to the alleged fact that there 
have been numerous registrations to other parties of 
the words and symbols at issue, some of them ap¬ 
parently for use on goods of the very character here in¬ 
volved. We have not traced this matter, because that 
fact, even when shown, is not of aid to one seeking a 
registration. American Fruit Growers, Inc., v. Michi¬ 
gan Fruit Growers, Inc., 38 F. 2d 696,17 C. C. F. A. 906. 

“The soundness of the rule there stated jnust be 
obvious to all upon full consideration when it is re¬ 
membered that one purpose of the Trade-Mark: Regis¬ 
tration Act is to aid legitimate commerce by prevent¬ 
ing confusion of goods either as to origin or in their 
sale. If a confused situation already exists, thait should 
not be held to justify an act which would confpse still 
further. Whatever the rule in cases in equity, involv¬ 
ing unfair competition, multiplicity of registrations 
cannot properly be of weight in the statutory proceed¬ 
ing relating to registration. American Fruit Growers, 
Inc., v. Michigan Fruit Growers, Inc., 38 F. 2d 696, 

17 C. C. P. A. 906.” | 

| 

Falls v. Scholl Mfg. Co., 90 F. 2d 499, 500, C. C. A., is 
to the same effect. 

There is no evidence that any of the persons who ob¬ 
tained registrations or listings in the Directory are Actually 
using their respective marks in any way. It is immaterial 
how appellee came to adopt its mark or whether othjers are 
also unfairly competing with appellant. The importaijit ques¬ 
tion here is, would its use by appellee be likely to result in 
confusion? If so, it is unregistrable (Proctor & Gamble v. 
Eney, 267 F. 344, 50 App. D. C. 42). 

Here, the evidence clearly establishes that the marks in 
issue are so similar as to be likely to cause confusion or 
mistake in the minds of purchasers of shoes or similar 
articles. Therefore, under the statute, appellee is pot en¬ 
titled to registration. 
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Evidence of Alleged Descriptiveness Should Have 

Been Excluded. 

After telling the Court that the only issue here is the 
likelihood of confusion (App. 16), it was highly improper 
for appellee to contend that the term “Pedic” or that any 
of appellant’s registered trade marks are descriptive. The 
evidence was clearly irrelevant and immaterial to the only 
question admittedly before the Court. 

However, the evidence does not establish that either the 
syllable “Pedic” or any one of appellant’s trade marks is 
descriptive. 

In support of this contention appellee produced Mr. 
Taylor, one of its employees, who took credit for “design¬ 
ing” appellee’s mark (App. 20). He produced a “Dic¬ 
tionary of the Foot” published by Dr. Scholl, in which, on 
page 65, the word “pedic” is defined as an arch support and 
“practipedic” is defined as: 

“The Science of giving foot comfort and correcting 
the cause of foot trouble through knowledge of human 
foot by proper fitting shoes—corrective appliances, 
etc.” 

This dictionary is published for experts in this science. 

Mr. Ingleman, another of appellee’s witnesses, testified 
(App. 23): 

“besides this word ‘Pedic’ as near as I can see does not 
really have a meaning. ‘Ped’ means foot I believe. 
That would merely mean that in some of these instances 
it would be foot cream. I am just glancing at these in a 
casual way. ‘PED-O-KUBE’ and ‘PEDO-GRAPH’ 
would be the same as footprint. I believe that all these 
words here are merely used as adjectives to qualify 
something else. While I am setting over here I looked 
at this registration ‘PRACTIPEDIC’ for arch sup¬ 
ports. It is merely a word used by everyone. I could 
use it; you could use it; everyone could use it.” 

We submit that this evidence does not establish that 
“Practipedic” is descriptive of shoes or of arch supports. 



Nor does it establish that any of appellant’s other trade 
marks are descriptive of any of the products to which they 
are applied. 

The fact, if it be a fact, that “Pedic” or “Pracfipedic” 
has some meaning to experts in the science of giving foot 
comfort is not sufficient. The Court is not concerned with 
what meaning these words may have to these “experts.” 
The important question is, what do they mean to the public? 

It is significant that appellee never thought that ‘!‘Pedic” 
was descriptive until after it lost the opposition (App 25). 

Neither term is found in the dictionary. Neither term 
is in any sense a word of common speech in English. 

Judge L. Hand, in Coty v. Le Blume Import Co^ 292 F. 
264, affirmed 293 F. 344, 2nd Cir., had this very saihe ques¬ 
tion before him. Coty’s mark was “L’Origan” for per¬ 
fumes. The defendant used ‘ ‘ Origan. ’ ’ The word “ Origan ’ ’ 
was described in the dictionary as a particular scent. But 
the evidence failed to show that it was a word of common 
speech or had any meaning so far as the buying public is 
concerned, although the evidence did show that! among 
pharmacists it had some meaning. Judge Hand held that 
the mark was not descriptive and commented, at pages 266 
and 267: 

“A word means what people understand itj to say 
and there is an end of it. Nobody, at least nobody for 
practical purposes, who buys Coty’s scent or may buy 
d’Heraud’s, understands that she is getting tlie smell 
of thyme, marjoram, and the origan of Spender and 
Sir Richard Burton. Some pharmacists and men of 
letters might be deceived, but so far as I ain aware, 
these are not given to scents, at least in America. And 
even though here and there some sensuous pfecieuse 
be disappointed, Coty may save his trade for aught of 
her.” 

i 

I 

Judge Hand then took up the question of whether or not 
L ’Origan was shown to signify origin, and, in holding that 
it did, pointed out that copious advertising is proof that it 
signifies origin. At page 268, he said: 
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“There the word being spread broadcast by one 
alone will not ordinarily fail to retain the suggestion of 
singularity which is all that is necessary. However it 
may be in the presence of contradictory proof, the 
presumption is then justified that a word so popularized 
carries the necessary connotation. ’ ’ 

In the case at bar, the evidence shows that appellant did 
copious advertising. It is not shown that “Practipedic” 
when applied to shoes has any meaning to the purchasing 
public other than to signify that such shoes originated with 
appellant. 

It therefore signifies origin. 

The same is true with respect to the term ‘‘ Pedic. ” It is 
significant that when appellee filed its application it dis¬ 
claimed all spoken parts of its mark except 11 Pedic. ’’ The 
Commissioner held that it was not descriptive (App. 58). 

We respectfully submit that the evidence conclusively 
establishes that these terms are not descriptive of the prod¬ 
ucts to which they are applied. 

The fact that appellee disclaimed “Medico’’ and “Pedic” 
apart from the mark as shown, after the Examiner denied 
registration, is of no importance here. 

In J. Greenebaum Tanning Co. v. Respro, Inc., 94 F. 2d 
818, C. C. P. A., a similar disclaimer was made by the ap¬ 
plicant. The court said (page 820): 

“For the purposes of making this comparison, the 
fact that appellant disclaimed the words ‘Tufdri’ and 
‘Leather’ apart from the mark as shown does not affect 
the issue. ’ ’ 


CONCLUSION. 

Appellee alleged facts necessary to give the Court juris¬ 
diction of this action which were traversed by appellant, 
and appellee failed to prove the existence of these facts. 
Hence the record fails to show that the Court has jurisdic¬ 
tion of the subject matter and the complaint must be dis¬ 
missed. 
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The finding by the court below that the marks |n issue 
are not confusingly similar is clearly erroneous and con¬ 
trary to the evidence. 

The Patent Office tribunals concurred in holding that 
confusion in trade is likely and the record establishes that 
the Patent Office determination is correct. 

“Medico Pedic” and “Practipedic,” both used on shoes, 
are clearly confusingly similar. They both have the same 
number of letters; they are both uncommon words, difficult 
to pronounce and not readily distinguishable. One with 
but a faint recollection of one mark will surely accjept the 
other. In view of the nature of the goods to which they are 
applied, confusion in the memory of the average buyer 
of such goods is inevitable. With all the world to choose 
from, appellee should not have adopted a mark so close to 
appellant’s, particularly when it knew of appellant’s busi¬ 
ness. If there is any doubt, it should be resolved against 
appellee. 

We respectfully urge that appellee is not entitled to regis¬ 
ter its mark and that the judgment below should be reversed 
and the complaint dismissed. 

Respectfully submitted, 

i 

William A. Smith, 

Attorney for Appellant, 
Woodward Bldg., 
Washington 5, TL C. 

Alexander C. Mabee, 

Samuel W. Kepnis, 

Carlton Hill, 

Of Counsel for Appellant. 
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PLEADINGS, DOCKET ENTRIES AND OTHER 

PAPERS. 

1 Filed Dec 15 1943 

IN THE DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA 

i Civil Action No. 22429 

The Schiff Company, Columbus, Ohio, 35 N. Fourth St., 

Plaintiff, 

v. 

Conway P. Coe, Commissioner of Patents, Washington, 
D. C., and The Scholl Mfg. Co., Inc., Chicago, Illinois, 
Defendants. 

Complaint 

To the Honorable , the Judges of the District Court of the 
United States for the District of Columbia: 

THE SCHIFF COMPANY, Plaintiff herein, brings this 
Bill of Complaint against CONWAY P. COE, Commis¬ 
sioner of Patents and THE SCHOLL MFG. CO., INC., 
Defendants, and alleges that: 

1. The Plaintiff, THE SCHIFF COMPANY, is a cor¬ 
poration duly organized and existing under the laws of 
the State of Ohio, having its principal office and place of 
business at Columbus, County of Franklin, and State of 
Ohio. 

2. The Defendants, CONWAY P. COE, is the United 
States Commissioner of Patents, with his official residence 
at the United States Patent Office, District of Columbia, 

i within the jurisdiction of this Court, and THE SCHOLL 
MFG. CO., INC., a corporation organized under the laws 
of the State of New York, and having its office and place of 
business at 213 West Schiller Street, Chicago, Hlinois. 
9 3. This action arises under the trade-mark lawf 
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of the United States, United States Code tele 15, 
Section 81 et seq., and is brought under Section 4915 of the 
Revised Statutes, United States Code Title 35, Chapter 2, 
Section 63 and is based upon the refusal of the Commis¬ 
sioner of Patents, Defendant herein, to grant a Certificate 
of Registration to the Plaintiff for a trade-mark for which 
application for such registration was made in accordance 
with the law in such cases made and provided. 

4. In or during December, 1938, Plaintiff adopted and 
commenced the use, as sole and exclusive owner, of an 
original and arbitrary composite trade-mark for footwear, 
more particularly made of leather, fabric, rubber! or com¬ 
binations thereof, said composite trade-mark consisting of 
the words “ Medico Pedic” on a background including a 
banner with a rectangular bar on which in script letters 
is applied the words “Medico Pedic,” the lower portion of 
the banner terminating in a point and having a second bar 
across the same attached by ornamental portions at its 
extremities, specimens showing the manner in which said 
trade-mark was and still is applied in use to be presented 
to the Court as set forth below; that said trade-mark is 
the sole and exclusive property of the Plaintiff, having 
been first used in interstate commerce among the several 
States of the United States in the month of December, 1938, 
as aforesaid, and continuously used since that date knd has 
never been abandoned; and that by reason of the adoption 
and continuous use of the trade-mark, as aforesaidj by the 

Plaintiff, said mark has acquired in the minds of the 
3 purchasing public such an association with the Plain¬ 
tiff and the goods of the Plaintiff as to indicate that 
Plaintiff is the true source or origin of goods bearing said 
trade-mark, and that Plaintiff is the proprietor of the trade¬ 
mark and goods to which the same is applied. j 

5. To the best of Plaintiff’s knowledge and belief, no 
person, firm, corporation, or association, other thanj Plain¬ 
tiff, has ever used, or has the right to use, in the United 
States, the trade-mark aforesaid for or in connection with 
footwear, or goods of the same descriptive properties, 


i 
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within the meaning of the Trade-Mark Law, or has the 
right to nse the same in connection with snch goods, either 
in the identical form as shown and used by Plaintiff, or 
in such near resemblance thereto as might be calculated 
to deceive; nor may any person, firm, association or cor¬ 
poration use the same without fraud upon the purchasing 
public and violation of Plaintiff’s rights in and to said 
trade-mark. 

6. Plaintiff’s trade-mark, as aforesaid, is not such a mark 
as is precluded from registration by any section, provision 
or clause of said Act. 

7. Being the owner of the trade-mark aforesaid, and en¬ 
titled to the exclusive right to the use thereof on the goods 
aforesaid, Plaintiff, on the 2nd day of July, 1940, filed in 
the manner prescribed by law, its application and petition 
in the United States Patent Office, praying that a Certifi¬ 
cate of Registration be issued to it for the trade- 

4 mark aforesaid; said application was assigned Serial 
Number 433,630, and after compliance with the 
Trade-Mark Laws and Rules of Practice of the United 
States Patent Office and proper proceedings had in the 
United States Patent Office, Plaintiff’s trade-mark was held 
to be registrable and was published in the Official Gazette 
of the United States Patent Office, dated December 9,1941, 
Vol. 533, No. 2, at Page 280, in accordance with Section 6 
of the Trade-Mark Act of February 20, 1905, as amended, 
profert of a certified copy of the complete file of said ap¬ 
plication being made to this Honorable Court. 

8. On or about January 8, 1942, a Notice of Opposition 
to the registration of Plaintiff’s trade-mark as aforesaid 
was filed by The Scholl Manufacturing Company, Inc., a 
corporation organized under the laws of the State of New 
York, located in Chicago, Illinois, and said opposition was 
entitled The Scholl Manufacturing Company Inc. v. The 
Schiff Company and was assigned Opposition No. 21,629, 
and said Opposition proceeding was duly prosecuted before 
the United States Patent Office as follows: 
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A. Plaintiff (Applicant before the Patent Office) duly 
and timely filed its Answer to the Notice of Opposition 
aforesaid on or about April 17,1942. 

B. Times for the taking of testimony on behalf of the 
Opposer and the Plaintiff (Applicant before tjhe Patent 
Office) were duly set by the Examiner of Tradfe-Mark In¬ 
terferences and within the times so set, testimony was taken 

by the Opposer but not by the Applicant. 

5 C. Final hearing on said Opposition wfes had be¬ 

fore the Examiner of Trade-Mark Interferences in 
the United States Patent Office on December 8,19^2, and on 
December 17,1942, the said Examiner of Trademark Inter¬ 
ferences rendered a decision in which it was hel4 in effect, 
that the marks of Opposer and the Applicant are such as 
to be likely to cause confusion in trade and tio deceive 
purchasers when applied to the goods in question, and that 
the opposition should be sustained. 

D. On or about January 6, 1943, the Applicant filed an 
Appeal to the Commissioner of Patents from the decision 
of the Examiner of Trade-Mark Interferences in said Op¬ 
position proceedings No. 21,629. 

E. On the 17th day of May, 1943, the Appeal was duly 
heard by the Commissioner of Patents, and on the 15th 
day of June, 1943, the said Commissioner of Patents ren¬ 
dered a decision affirming the decision of the Examiner 
of Trade-Mark Interferences, but holding that while there 
was a considerable degree of dissimilarity in the appear¬ 
ances of the marks, the dominant spoken part of Appli¬ 
cant’s mark “Medico Pedic” and that of Opposer’s mark 
“Practipedic” being so similar in sound that the concur¬ 
rent use of the marks on shoes would be likely to cause 
confusion and mistake in the minds of the public and to 
deceive purchasers, and upon reconsideration this ruling 
was reaffirmed by the Commissioner on the 14th day of 
July, 1943. 

9. Pursuant to the foregoing proceedings had in the 
United States Patent Office, all of which will appear 
more fully and at length from a certified transcript 
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of the record of said application, Serial No. 433,630, 
and said Opposition proceedings No. 21,629, in Court, to 
be produced, the Honorable Commissioner of Patents, De¬ 
fendant herein, has refused and continues to refuse to 
register Plaintiff’s said trade-mark and to issue unto Plain¬ 
tiff a Certificate of Registration of said trade-mark. 

10. Plaintiff alleges that the decision of the Honorable 
Commissioner of Patents, adjudging Plaintiff (Applicant) 
not entitled to registration, is erroneous. 

11. Plaintiff further alleges that it has acquired and is 
possessed of a vested property right in it£ trade-mark 
aforesaid, and in the registration thereof in the United 
States Patent Office and the deprivation of said registration 
by the Commissioner of Patents, Defendant herein, is un¬ 
lawful, and the denial of the registration of the said trade¬ 
mark to the Plaintiff constitutes a deprivation of Plain¬ 
tiff’s property without due process of law, contrary to the 
provisions of the Fifth Amendment of the Constitution 
of the United States; and Plaintiff further alleges that the 
registration of its trade-mark aforesaid has been refused 
unlawfully by the Commissioner of Patents. 

12. Plaintiff alleges that no Appeal has been taken by 
it to the United States Court of Custom and Patent Ap¬ 
peals from the said refusal of the Commissioner of Patents 
to register Plaintiff’s trade-mark aforesaid; and that the 
Bill of Complaint herein is filed within six months follow¬ 
ing the final decision of the Commissioner of Patents 

7 refusing registration of Plaintiff’s trade-mark afore¬ 
said. 

13. Plaintiff, to more fully apprise this Honorable Court 
of the grounds upon which registration of Plaintiff’s said 
trade-mark was refused by the Commissioner of Patents, 
as aforesaid, hereby makes profert of a certified copy of 
Plaintiff’s Application, Serial No. 433,630 and of the record 
of proceedings in Opposition No. 21,629, as shown by the 
records of the United States Patent Office, said certified 
copy to be produced as and when this Honorable Court 
shall direct. 





Wherefore, inasmuch as Plaintiff is withoulj adequate 
remedy otherwise than by such action as the present under 
and in accordance with the provisions of Section 4915, Re¬ 
vised Statutes of the United States (U. S. Code Title 35, 
Chap. 2, Section 63), and inasmuch as Plaintiff has ex¬ 
hausted its remedies under existing statutes of tjhe United 
States, and rules regulating the practice of the Patent Of¬ 
fice in such cases made and provided, Plaintiff respectfully 
prays as follows: 

A. For a decree that Plaintiff is entitled, according to 
law, to have registered, under the Act of February 20,1905, 
its trade-mark aforesaid for footwear as specified |n its said 
application for registration of said trade-mark, Serial No. 
433,630, filed in the United States Patent Office Ju|y 2,1940; 
to receive a Certificate of Registration for its said trade¬ 
mark as specified in said application, to be issued to the 

Plaintiff in the name of the United States of America, 
8 under the seal of the Patent Office, and sighed by the 
Commissioner of Patents; and to have a record there¬ 
of, together with printed copies of the drawing and state¬ 
ment of the Plaintiff in its said application, kept in the 
books provided in the Patent Office for that purpose, and 
certificate to state the date on which the application for 
registration was received in the Patent Office, all in due 
form of law as provided by the Statutes. 

B. For a decree holding that the mark “Medicp Pedic” 
on the background provided therefor is a distinctive, arbi¬ 
trary mark, susceptible of exclusive appropriation and reg¬ 
istration as a trade-mark pursuant to Plaintiff’s application 
therefore aforesaid. 

C. For a decree holding Plaintiff’s trade-mark, as ap¬ 
plied for in the Patent Office for registration and shown in 
the certified copy of the record to be produced in Court, is 
not in conflict with or confusingly similar to any known or 
used trade-marks of others on goods of the same or similar 
descriptive properties, and is not in conflict with 1 or con 
fusingly similar to any name, distinguishing mark, char- 
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acter, emblem or other identification means adopted by any 
institution, organization or society which was incorporated 
in any State in the United States prior to the date of the 
adoption and use by the Plaintiff of its trade-mark afore¬ 
said, and is not descriptive or otherwise objectionable from 
the standpoint of being entitled to registration. 

D. For a decree authorizing the Commissioner of Pat¬ 

ents, pursuant to Section 4915, Revised Statutes 
9 (Title 35, U.S.C.A., Chapt. 2, Sec. 63), to register 
Plaintiff’s trademark in due form of law and as pro¬ 
vided by Statutes. 

E. That Plaintiff have such other and further relief as 
the nature of the case may admit or require and as may 
be just and equitable. 

A. Yates Dowell, 

Attorney for Plaintiff. 

1158 Munsey Building, 

Washington, D. C. Washington, D. C. 

December 15,1943. 

Marshal’s Return. 

(on summons issued December 15th, 1943, to The Scholl 
Mfg. Co., Served by U. S. Marshall at Chicago, HI.) 

Served this writ, together with copy of Complaint, on the 
within named, THE SCHOLL MANUFACTURING COM¬ 
PANY, INC., a corporation, by delivering copies thereof to 
H. A. Coldiron, Assistant to Dr. Scholl, President of The 
Scholl Manufacturing Company, an agent of said corpora¬ 
tion, this 23rd day of December, A. D., 1943. The President 
of said corporation not found in my district. 

William H. McDonnell, United States Marshal by Wm. 
Raff, Deputy 
1 Ser. 2.00 
(?) .16 

2.16 

##•••••••• 
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Filed Feb 2 1944 

Answer of The Scholl Mfg. Co., Inc., Defendant 

Now comes the defendant, The Scholl Mfg. Co.| Inc. and 
makes answer unto the complaint as follows: 

1. This defendant is without knowledge as to the facts 
alleged in paragraph 1 of the complaint, and therefore de¬ 
nies those allegations. 

2. This defendant admits the allegations of paragraph 2 
of the complaint. 

3. This defendant denies that plaintiff’s action arises 
under the trade mark laws of the United States hs alleged 
in paragraph 3 of the complaint; denies that plaintiff’s ac¬ 
tion is properly brought under Section 4915 of the Revised 
Statutes, United States Code, Title 35, Chapter 2, Section 
63; alleges that this action was not brought by the' plaintiff 
within the period of limitations provided in the Revised 
Statutes for bringing actions under Section 4915j; alleges 
that plaintiff’s time to bring action under Section 4915 of 
the Revised Statutes had expired before this action was 
brought; alleges that this Court has no jurisdiction of this 

action, and that this action should be dismissed. 

11 4. This defendant denies that during the month of 

December, 1938, or at any other time, plaintiff was 
the sole or exclusive owner of the trade mark f* Medico 
Pedic” for use upon the articles alleged in paragraph 4 of 
the complaint; alleges that this defendant is not advised as 
to plaintiff’s alleged use of said alleged trade mark “Med¬ 
ico Pedic”, other than by the allegations of the complaint, 
and therefore denies such use; denies that said alleged trade 
mark is the sole or exclusive property of plaintiff; denies 
plaintiff’s alleged use in interstate commerce, as alleged in 
the complaint; denies that said mark acquired in tlie minds 
of the purchasing public any association with the plaintiff 
or with the goods of the plaintiff so as to indicate that 
plaintiff is the true source or origin of goods bearing said 
trade mark, and denies that plaintiff is the proprietor of 
the said trade mark. 
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5. This defendant denies each and every allegation con¬ 
tained in paragraph number 5 of the complaint and alleges 
that, on the contrary, the said alleged trade mark is con¬ 
fusingly similar to trade marks owned, used, and registered 
by this defendant, long prior to plaintiff’s alleged use, on 
the same kind of goods and other related goods possessing 
the same or similar descriptive properties; alleges that this 
defendant’s use of its said trade marks has been nation-wide 
and has been so extensive that the plaintiff had or should 
have had knowledge of defendant’s rights with respect 
thereto, and alleges that plaintiff’s attempt to claim owner¬ 
ship and the right to register its alleged trade mark con¬ 
stitute a fraud upon the public and upon this defen¬ 
dant. 

12 6. This defendant denies each and every allega¬ 

tion contained in paragraph 6 of the complaint and 
alleges on the contrary that plaintiff’s said alleged trade 
mark is precluded from registration by the provisions of the 
Trade Mark Act, because of the fact that it so nearly re¬ 
sembles registered trade marks owned and in use by this 
defendant, and appropriated to merchandise of the same 
descriptive properties, as to be likely to cause confusion or 
mistake in the mind of the public and to deceive purchasers, 
and that the registration thereof is prohibited by Section 5 
of the Trade Mark Laws of the United States, Title 15 
U. S. C., Sec. 85. 

7. This defendant denies that the plaintiff is or ever was 
the owner of said alleged trade mark, and denies that plain¬ 
tiff was or is entitled to any rights thereto; admits that the 
defendant filed an application to registered said alleged 
trade mark as set forth in paragraph 7 of the complaint, but 
denies that said application was in compliance with the 
Trade Mark Laws or with the Rules of Practice; admits that 
said trade mark was published as alleged in paragraph 7 of 
the complaint but denies that the plaintiff had any right to 
use or to register said trade mark under the laws of the 
United States. 
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8. This defendant admits the allegations of fact con¬ 
tained in paragraph 8, and in each of its subdivisions A to 
E, inclusive, with the exception that this defendant does 
not admit the correctness of the conclusions drawn by the 
plaintiff with respect to the meaning of the decision by the 
Examiner of Trade Mark Interferences or with regpect to 
the meaning of the decision of the Commissioner of Patents, 
referred to respectively in sub-paragraphs C and E, but 

alleges that decisions were rendered and that said 
13 decisions speak for themselves with respect to what 
is contained therein, and this defendant admits that 
both the Examiner of Trade Mark Interferences and the 
Commissioner of Patents denied registration to plaintiff of 
plaintiff’s said alleged trade mark. 

9. This defendant admits that the certified transcript of 
proceedings in connection with plaintiff’s application Se¬ 
rial No. 433,630 and in connection with Opposition proceed¬ 
ings No. 21,629, should correctly and truthfully set forth 
the proceedings which took place in the Patent Office but this 
defendant denies each and every self serving and otherwise 
unproven statement or allegation made by or on behalf of 
plaintiff in connection with said proceedings. 

10. This defendant denies the allegations of paragraph 
10 of the complaint. 

11. This defendant denies each and every allegation of 
paragraph 11 of the complaint; denies that plaintiff is pos¬ 
sessed of any rights whatever with respect to its alleged 
trade mark; denies that plaintiff is entitled under the law 
to the registration thereof; denies that the plaintiff was 
deprived of any rights without due process of lawf, or in 
any other way; denies that the Commissioner of patents 
unlawfully denied registration to the plaintiff, and alleges 
that the Commissioner of Patents acted property and 
strictly in accordance with and under the law in denying 
registration of said alleged trade mark to the plaintiff. 

12. This defendant has no knowledge save from the alle¬ 
gations of paragraph 12 that no appeal has been taken to 
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the United States Court of Customs and Patent Appeals as 
alleged in paragraph 12 of the complaint; denies that plain¬ 
tiff’s Bill of Complaint was filed within six months 
14 following the final decision of the Commissioner of 
Patents refusing registration of plaintiff’s trade 
mark aforesaid; alleges that the said six months period 
constitutes a statutory period of limitation upon plaintiff’s 
right to institute this or any similar proceeding in the 
Courts of the United States, and alleges that this complaint 
was not filed within six months following the final decision 
of the Commissioner of Patents refusing registration of 
plaintiff’s trade mark aforesaid. 

13. This defendant denies each and every self serving 
declaration or allegation made by the plaintiff or by any of 
its representatives in connection with plaintiff’s application, 
Serial No. 433,630, or in connection with Opposition pro¬ 
ceedings No. 21,629. 

14. This defendant alleges that many years prior to the 
earliest date of use claimed by the plaintiff for its alleged 
trade mark “Medico Pedic”, this defendant had become na¬ 
tionally and internationally known as a manufacturer and 
distributor of many types and kinds of foot appliances, foo.t 
remedies, and shoes; that this defendant adopted and con¬ 
tinuously used on said products several different trade 
marks and registered many of said trade marks in the 
United States Patent Office in manner and form as provided 
by the Trade Mark Laws of the United States; that some 
of said trade marks, so adopted, used and registered by this 
defendant contained, as a prominent part thereof, the syl¬ 
lables “pedic”; that the said word “pedic” is not descrip¬ 
tive of the articles to which said trade marks are applied 
and has no ordinary meaning, it being strictly a coined word 
or syllables used by this defendant with other letters and 
combinations of letters as a mark of identification for de¬ 
fendant’s products; that among trade marks of that char¬ 
acter which were used extensively by this defendant in 
interstate commerce, long prior to plaintiff’s earliest 
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15 claimed date of use, are the following: “Pedico”, 
“Pedicreme”, “Schopedic”, “Osteopedic”, “Kiro- 
pedic”, “Practipedic”, and “Pedicure”. 

15. That this defendant also extensively used the word 
or portions of words “Pedo” and “Ped-o”, using said syl¬ 
lables in combination with other letters and syllables as 
trade marks for others of defendant’s nationally known and 
nationally marketed and sold products. 

16. That as a result of the extensive use by this defendant 
of trade marks containing the prominent and distinctive 
syllables “Pedo” and “Pedic”, the purchasing public came 
to know and recognize the above mentioned trade marks 
used by the defendant as defendant’s marks of identifica¬ 
tion for its products and that, because of the true trade 
mark character of many of said trade marks, this defen¬ 
dant filed applications in the United States Patenjt Office 
to register said trade marks, and the officials of the United 
States Patent Office, recognizing the true trade mark char¬ 
acter of defendant’s said trade marks, did register many 
of them, among which are the following registrations: 


Trade Mark 

Date Registered 

Registration No. 

Pedico 

Jan. 30,1917 

115,^32 

Pedicreme 

Aug. 15,1933 

305,473 

Schopedic 

Dee. 11,1928 

250,523 

Osteopedic 

Oct. 9,1928 

247,829 

Ped-O-Kube 

Apr. 14,1925 

197,403 

Pedo-G-raph • 

Oct. 27,1925 

204,815 

Pedo-Print 

Sept. 30,1930 

275,761 

Kiropedic 

Apr. 24,1917 

116,369 

Practipedic 

Apr. 24,1917 

116,370 

Practipedic 

June 16,1925 

199,617 


16 17. This defendant further alleges that the last 

mentioned registration by defendant of its trade 
mark “Practipedic”, No. 199,617, dated June 16, 19p5, was 
a registration for use on shoes, boots, and slippers made of 
leather, and leather in combination with fabric and elastic, 
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and with rubber heels, in Class 39, Clothing; that this de¬ 
fendant used said trade mark “Practipedic” on shoes con¬ 
tinuously since prior to the date of said registration and has 
marketed substantial quantities of shoes bearing said trade 
mark in various parts of the United States and has estab¬ 
lished a good will and a very distinct trade mark value in 
said trade mark “Practipedic” for shoes marketed by de¬ 
fendant; that the other registrations mentioned by defen¬ 
dant in the immediately preceding paragraph were for vari¬ 
ous other types of products made and sold by the defendant 
such as arch supports, recording devices, foot bath tablets, 
analgesic cream, soap and various other products used upon 
or injconnection with the care of the human feet. 

18. This defendant further alleges that both the Exam¬ 
iner of Trade Marks and the Commissioner of Patents in 
Trade Mark Opposition No. 21,629, very properly and in ac¬ 
cordance with the trade mark laws sustained the defen¬ 
dant’s opposition to plaintiff’s application because of this 
defendant’s long previous use of its trade mark “Practi¬ 
pedic” upon shoes in interstate commerce, and because of 
defendant’s registration of that trade mark in the United 
States Patent Office on June 16, 1925, Registration No. 
199,617, as above set forth; that defendant’s use of its said 
trade mark “Practipedic” was upon the same goods as 
those to which plaintiff later applied its alleged mark, 
“Medico Pedic”, and that defendant’s said mark so nearly 
resembles plaintiff’s said registered trade mark “Practi¬ 
pedic”, which is applied to merchandise of the same de¬ 
scriptive properties, as to be likely to cause confu- 

17 sion or mistake in the mind of the public and to de¬ 
ceive purchasers; that Section 5 of the Trade Mark 
Laws of the United States, Title 15, U.S.C., Sec. 85, forbids 
registration of plaintiff’s said mark, and that the officials 
of the Patent Office merely complied with the requirements 
of the law in denying registration to the plaintiff. 

19. Defendant denies that plaintiff has any lawful right 
to have its alleged trade mark registered in the United 




States Patent Office, and alleges that the registration of 
plaintiff’s alleged trade mark in the United States Patent 
Office would be fraudulent and unlawful and in violation 
of the Trade Mark laws of the United States. 

Having fully answered the complaint filed in the above 
entitled cause this defendant asks that this suit be dismissed 
for want of equity and at plaintiff’s costs. 

18 Wherefore, this defendant prays.: 

A. That the plaintiff be adjudged to have Unfairly 
competed with plaintiff and to have infringed upon this 
defendant’s trade mark rights by plaintiff’s use ofl its al¬ 
leged trade mark “Medico Pedic” upon shoes. 

B. That an injunction issue restraining the plaintiff from 
further infringement and further unfair competition. 

C. That the plaintiff be required to account for and pay 
over to this defendant the profits which the plaintiff has re¬ 
ceived because of said unfair competition and because of 
said infringement, and the damages which this defendant 
has sustained because of said infringement and said unfair 
competition. 

D. That this defendant be awarded costs and such fur¬ 
ther relief as justice may require. 

THE SCHOLL MFG. CO.| INC. 

1 

By Alexander C. Mabee, 

Its Attorney. 

William J. Cerny, 

Room 919, Woodward Building 
15th and H. Streets, N. W. 

Washington 5, D. C. 

Attorney for The SchoU Mfg. Co., Inc. 

Alexander C. Mabee, 

Carlton Hill, 

Benjamin H. Sherman, 

Of Counsel for Defendant 
The Scholl Mfg. Co., Inc. 
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22 Filed Oct 19 1944 

Pretrial Proceedings 

Statement of Nature of Case: 

This is a suit for the registration of a trade-mark. The 
only question is whether the mark sought by this Plaintiff 
is confusingly similar to that of the Defendant, The Scholl 
Manufacturing Co. 

Stipulations: By agreement of counsel for the respec¬ 
tive parties, present in Court, it is ordered that the subse¬ 
quent course of this action shall be governed by the follow¬ 
ing stipulations unless modified by the Court to prevent 
manifest injustice: 

The Court is advised that no stipulations can be made 
which will help the Trial Court. 

Counsel believe that this case will be presented in due 
course. 

A. Yates Dowell, Date Oct. 19, 1944 

Attorney for Plaintiff 

F. Dickinson Letts, 

Pretrial Justice 

W. W. Cochran, 

Attorney for Defendant 

Conway P. Coe, Commissioner of Patents 

#••••#*••• 

29 Filed June 8 1945 

Memorandum. 

Judgment for Plaintiff. 

Notify Counsel. 

June 8th 1945 

' " Daniel W. O’Donoghue, 

Justice. 
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31 Filed Dec 7—1945 j 

Findings of Fact 

1. This is an Action nnder Section 4915 of the Revised 
Statutes, United States Code, Title 35, Chapter 2. Section 
63, by The Schiff Company jointly against Casper y7* Ooms, 
Commissioner of Patents and The Scholl Mfg. Co., Inc., for 
determination of the right of registration of Plaintiff’s 
composite mark “Medico Pedic”; the Commissionejr of Pat¬ 
ents having sustained The Scholl Mfg. Co., Inc., Opposi¬ 
tion 21,623, said opposition having been based on the fol¬ 
lowing— 

“Pedicreme”—No. 305,473, registered Aug. 15, 1933. 
“Ped-o-Kube”—No. 197,403, registered Apr. 14, 1925. 
“Pedo-Graph”—No. 204,815, registered Oct. 27, 1925. 
“Pedo-Print”—No. 275,761, registered $ept. 30, 

32 1930. 

“Pedico”—No. 115,232, registered Jan. |30, 1917. 
“Osteopedic”—No. 247,829, registered Oct. 9, 1928. 
“Practipedic”—No. 116,370, registered Apr. 24, 1917. 
“Practipedic”—No. 199,516, registered June 16, 1925. 
“Kiropedic”—No. 116,369, registered Apr. 24, 1917. 
“Medical”—No. 225,272, registered Mar. 15, 1927. 
“Schopedic”—No. 250,523, registered Dec. 11, 1928. 
to Plaintiff’s application Serial No. 433,630 to register its 
mark. 

2. The mark “Medico Pedic” does not so nearly resemble 
the marks of The Scholl Mfg. Co., Inc., as to be likely to 
cause confusion or mistake in the mind of the public. 

Conclusions of Law 

Plaintiff is entitled to registration of the mark set forth 
in his application Serial No. 433,630, and accordingly judg¬ 
ment should be rendered for Plaintiff. 

Daniel W. O’Donoghpe, 

Washington, D. C. Justice. 

December 7th 1945. 

• • • • • • • • j # • 


r 
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33 Filed Dec 7—1945 

Judgment 

This case having come on to be heard on June 4, 1945, 
and having been tried in open court and argued by counsel 
for the respective parties under the pleadings and proofs 
adduced and submitted to the court. 

It is thereupon this 7th day of December, 1945, Adjudged 
that the Plaintiff is entitled to registration of the mark 
“Medico Pedic” as set forth in his application for registra¬ 
tion Serial No. 433,630; and the Defendant, Casper W. 
Ooms, Commissioner of Patents is authorized to issue said 
registration upon the Plaintiff filing in the Patent Office a 
certified copy of this Adjudication, and otherwise comply¬ 
ing with the requirements of the law. 

* Daniel W. O’Donoghue, 

Justice 

Approved as to form: 

W. W. Cochran, 

Attorney for the Commissioner 
of Patents. 

• ••••••••• 

Docket Entries 

• ••••••••• 

41 Date Proceedings 

1943 

Dec. 15 Complaint filed. 


1944, Feb. 2 Answer of Scholl Mfg. Co. a counterclaim by 
Cemy. 


1945, June 4 Heard & submitted. O’Donoghue, J. 

1945, June 8 Finding for Plff. (N) do 
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1945, Dec. 1 

1945, Dec. 1 

1946, Jan. 4 
1946, Jan. 4 
1946, Jan. 15 


1946, Jan. 21 
1946, Jan. 21 


1946, Jan. 22 
1946, Jan. 22 

1946, Jan. 28 
1946, Jan. 28 
1946, Jan. 28 


Findings of Fact & Conclusions of i Law. 

0’Donoghue J (N) 
Judgment for issuance of Trade ^lark (N) 

0’Donoghue J (N) 
Notice of Appeal by Scholl Mfg. Co. filed. 
Deposit by William A. Smith, Jr. j 
Costs bond on appeal of Deft. No. [2 in sum 
of $250.00 with the Continental Casualty Co. 
surety, & attached power of attV & Ex. 
“19” [ filed 

Stipulation extending time for filing & dock¬ 
eting appeal etc. filed. 

Order extending time to file appeal to & in¬ 
cluding 3/11/46; time of appellant for filing 
designation extended to and including 
1-28-46 and time of appellee for filing 
counter-designation, to & incl. 2-11-146. 

Holtzoff, J. (N) 

Stipulation as to certain exhibits 
Order to transmit original exhibits [to XJ. S. 
Court of Appeals O’Doncjghue J. 

riffs.’ exhibits (1-2-3-4-5-6 & 7), filed. 
Deft. No. 2: exhibits (1 & 2), filed. 

Deft. No. 2, Designation of record on appeal, 
Statement of points, narrative statement, 

filed. 


i 

I 


I 


i 


I 
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Filed Jan. 28,1946. 

Narrative Statement 

23 PLAINTIFF’S EVIDENCE AND TESTIMONY 

Arthur M. Taylor 

Direct Examination by Mb. Dowell: ^ a # J L.^ 

My name is Arthur M. Taylor. I reside in Wach ua gt on, 
- D. 0: , and I have been connected with The Schiff Company 
since prior to December, 1938. I have been in the shoe 
business since prior to December, 1938. 

I designed for the plaintiff, The Schiff Company, the com¬ 
posite trade mark “Medico-Pedic” for shoes. I believed 
I was creating a distinctive mark. I had no thought that 
anyone had an exclusive right to use the word “Pedic” in 
view of the fact that I knew of marks in use by many con¬ 
cerns that included the word “Pedic”. 

24 Mr. Mabee: I object to any testimony concerning 
marks used by other concerns not parties to this suit. 

I therefore thought there was nothing distinctive about 
the word “Pedic” considered individually. I happened to 
see a display card in a drugstore which had the word “Med¬ 
ico” displayed in connection with pipes and it struck me 
as a good name for shoes in connection with the word 
“Pedic”. 

Here I have a booklet with a list of names which is en¬ 
titled “Directory Issue of Shoe and Leather Reporter 
Trade Marks and Trade Names Section” dated May 24, 
1941. On page 4 I find listed “AID-O-PED” for shoes by 
Leonard & Barrows Shoe Co. of Middleboro, Mass. On 
page 7 of this publication I find listed “ ARCH-O-PEDIC” 
by Krippendorf-Dittmann Co. of Cincinnati, Ohio. On page 
20 I find listed “DR. BURGER’S ORTHOPEDIC” by Jos. 
Burger of New York, N. Y., and on the same page I also 
find listed “DOCTO-PEDIC” by Weyenberg Shoe Mfg. 
Co. of Milwaukee, Wis. On page 31 I find listed the mark 
“HACK-O-PEDIC CLUBFOOT”. On page 32 I find the 
mark “HEALTH-O-PEDIC”. On page 37 I find listed the 
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mark “KIROPEDIC” for foot appliances by [The Scholl 
Company, the defendant in this case, and also “KYRO- 
PEDIC” by P. Kyros Shoe Co., Inc., of Lynn, Mass. On 
page 41 there are listed the following marks: “MATRI- 
PEDIC”, “MAY-O-PEDIC SHOES’’, “MEDfl-CO” by 
Morris Shoe Co., of New York, N. Y., “MEDICO” by E. Z. 
Walk Arch Corporation of New York, N. Y., ‘‘MEDICO 
PEDIC” for shoes by the plaintiff, The Schiff Co., and 
“MELOPEDIC”. Other marks containing “PEDIC” are 
found on pages 42, 43, 45, 48, 58, 59, 61, 62 and 64 of this 
Directory. 

I also produce a booklet in which I have bound trade mark 
registrations of trade marks in which the word i‘ PEDIC” 
is used as part of the mark. 

25 Mr. Dowell: The Directory referred to }>y the wit¬ 
ness is offered in evidence as plaintiff’s Exhibit 5, 
and the booklet containing trade mark registrations issued 
to third parties for trade marks including the word 
“Pedic” is offered in evidence as plaintiff’s Exhibit 6. 

Mr. Mabee: The defendant, The Scholl Mfg. Co., Inc., 
objects to the testimony of Mr. Taylor concerning the claim 
that others are using trade marks embodying 
“Pedic”, and to the reception in evidence of.the 
plaintiff’s Exhibit 5, and the booklet of trade mark regis¬ 
trations issued to third parties, plaintiff’s Exhibit 6, upon 
the ground that such evidence is irrelevant, immaterial and 
incompetent to any issue in this case. 

I also produce a book entitled “Dictionary of the Foot” 
by William M. Scholl published in Chicago in 1936 by The 
Foot Specialist Publishing Co. 

Mr. Mabee: I object to this testimony as irrelevant, im¬ 
material and incompetent to any issue. 

The Court: Objection overruled. 

This Dictionary defines the word “Pedic” on page 60 as 
an arch support, and which also gives the latin word “pes”, 
the plural of which is “pedes”, as defining a foot, on page 
62. One of our men located it for me. On page 65 I find 
the word “practipedic” defined as: J 


the word 
Directory, 
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“The Science of giving foot comfort and correcting the 
canse of foot trouble through knowledge of human foot by 
proper fitting shoes—corrective appliances, etc.” 

Mr. Dowell: The Dictionary produced by the witness is 
offered in evidence as plaintiff’s Exhibit 7. 

26 Mr. Mabee: The Dictionary and the testimony 
concerning it is objected to upon the ground that it is 

incompetent, irrelevant and immaterial to any issue in this 
case. 

The Court: It may be admitted. 

Since I designed the composite mark “Medico Pedic”, 
the plaintiff, The Schiff Company, has used this trade mark 
extensively throughout its chain of stores. The Schiff Com¬ 
pany’s business is selling shoes at retail and its advertising 
is of the same general type as is done by any retail business. 

The paper handed to me is a certified copy of the applica¬ 
tion of the plaintiff to register its composite mark “Medico 
Pedic” for shoes. The label having the red background is 
one we formerly used. We changed to labels with a green 
background. 

Mr. Dowell.: I offer in evidence as plaintiff’s Exhibit 1 
a certified copy of the file wrapper, contents and drawing of 
plaintiff’s application to register its trade mark “Medico 
Pedic” for shoes. There is attached to this exhibit plain¬ 
tiff’s labels referred to by the witness. 

I also offer in evidence as plaintiff’s exhibit 2 a certified 
copy of papers 4, 7, 21 and 29 filed in Opposition No. 21,629 
in the United States Patent Office entitled The Scholl Mfg. 
Co., Inc., vs. The Schiff Company; and as plaintiff’s Ex¬ 
hibit 3 a certified copy of the record for the defendant, The 
Scholl Mfg. Co., Inc., filed in this Opposition No. 21,629 on 
October 12, 1942. 

27 I also offer in evidence as plaintiff’s Exhibit 4 the 
exhibits introduced in evidence by The Scholl Mfg. 

Co., Inc., in said Opposition No. 21,629. 

My attention has been called to the trade mark registra¬ 
tions owned by The Scholl Company which are in evidence 


2 3 


as plaintiff’s Exhibit 4, and which were introduced in evi¬ 
dence by The Scholl Company in Opposition No. 21,629 as 
Scholl Exhibits 1, 3, 5, 8, 10, 12, 14, 16, 18, 20 hnd 22. I 
would say that these names have no bearing oh ours be¬ 
cause they apply to foot appliances while ours is on the 
shoe. I have not heard of any instance of actual confusion 
between our composite mark “Medico Pedic” ajad any of 
Scholl’s marks. 


Edward I. Ingleman 

Direct examination by Mb. Dowell: 

My name is Edward I. Ingleman. I am over 42 years of 
age, and reside at 3816 Huntington St. N. W., Washington, 
D. C. I am manager of a retail shoe chain operated by The 
Schiff Company. I have been in the shoe business for over 

27 years. I have been with The Schiff Companyj for over 
21 years. I know that The Schiff Company has used its 
trade mark “Medico Pedic” for a great many ^ears and 
has advertised it extensively throughout its chain). 

I know The Scholl Mfg. Co., Inc., by name, and I know 
that it primarily is in the foot appliance business and has 
been in that business for a number of years. I haive exam¬ 
ined The Scholl Company’s trade mark registrations which 
are here in evidence as plaintiff’s Exhibit 4. These names 
have no bearing on ours because they apply to foot appli¬ 
ances while ours is on the shoe, and besides this word 
“Pedic” as near as I can see does not really have a mean¬ 
ing. “Ped” means foot I believe. That would 

28 merely that in some of these instances it would be 
foot cream. I am just glancing at these in a casual 

way. “PED-O-KUBE” and “PEDO-GRAPH” would be 
the same as footprint. I believe that all these woj:ds here 
are merely used as adjectives to qualify something else. 
While I am setting over here I looked at this registration 
“PRACTIPEDIC” for arch supports. It is merely a 
word used by everyone. I could use it; you could use it; 
everyone could use it. 
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Foot appliances covers the original business of The Scholl 
Mfg. Co., Inc., and I believe they are known as foot appli¬ 
ance people. I have not heard of any confusion between 
“Medico Pedic ,, and any of the trade marks of The Scholl 
Mfg. Co., Inc., the trade mark “PRACTIPEDIC” or any of 
the other Scholl marks here in evidence. 

(Plaintiff rested its case) 

Mr. Reynolds: I offer in evidence as Coe Exhibit 1 a 
print of the drawing of the Schiff application Serial No. 
433,630 and the decisions of the Examiner of Interferences 
and of the Assistant Examiner of Patents sustaining the 
opposition of The Scholl Mfg. Co., Inc., to the registration 
of the plaintiff’s trade mark “Medico Pedic”, and as defen¬ 
dant Coe Exhibit 2 The Scholl Mfg. Co., Inc., certificate of 
trade mark registration No. 199,617 dated June 16, 1925, 
for Scholl’s trade mark “PRACTIPEDIC” for shoes, boots 
and slippers made of leather, leather in combination with 
fabric, with elastic and with rubber heels. 

(Both sides rested) 

(The defendant, The Scholl Mfg. Co., Inc., rested its case) 
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EXHIBITS. 

Excerpt from Plaintiffs Exhibit No. 1. 

Filed Apr 17 ’43 

Trade-Marks 
Apr 19 1943 
U. S. Patent Office 

In the United States Patent Office 
Trade-Mark Division 
In Re Application of The Schiff 
Serial Number 433,630 
Filed July 2, 1940 
For—Trade-Mark 

Washington, D. C. 
April 17,1943. 

Hon. Commissioner of Patents 
Washington, D. C. 

Sir: l 

I 

Please amend the above entitled application as follows: 
Cancel the amendment to the Statement inserted at the 
end of the first paragraph by the amendment of March 21, 
1942 and insert in lieu thereof, the words: The words 
“Medico’’ and “Pedic” are each disclaimed apart ffom the 
mark as shown. 

! 

Remarks 

. 

The words “Medico ’ 1 and “Pedic” have been disclaimed 
apart from the mark as shown in view of the fact that these 
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words individually are descriptive of a characteristic of 
applicant’s goods. 

Respectfully submitted, 

A. Yates Dowell, 

Attorney for Applicant. 

A copy of the foregoing has this 17th day of April, 1943, 
been mailed to The Firm of Charles W. Hills, 1441 Monad- 
nock Building, Chicago, Illinois. 


Depositions from Plaintiffs Exhibit No. 3. 

107 Edward J. Hartung, the first witness called on be¬ 
half of Opposer, being duly sworn, testified as fol¬ 
lows, in response to interrogatories by Mr. Mabee: 

Direct examination by Mb. Mabee 

Question 1. Please state your name and residence. 
Answer. Edward J. Hartung, 1515 Touhy Avenue, Chi¬ 
cago, HL 

108 Q. 2. What is your age, Mr. Hartung? A. Fifty- 
three. 

Q. 3. What is your present occupation? A. General 
Sales Manager of The Scholl Mfg. Co. 

Q. 4. How long have you been associated with The 
Scholl Mfg. Co.? A. Since November, 1918. 

Q. 5. What, in general, have been your positions since 
you have been with The Scholl Mg. Co.? A. Educational 
representative, salesman, field manager, district manager, 
divisional sales manager, general sales manager. 

Q. 6. How long have you been general sales manager? 
A. About six years. 

Q. 7. What is the business of The Scholl Mfg. Co. and 
what has been its business since you have been with it? 
A. Distribution of orthopedic appliances—that is, foot 
appliances, foot remedies of all kinds, shoes. 
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Q. 8. Mention some of the products that the company 
has been selling since you have been with it. A+. Do you 
mean by name! 

Q. 9. Yes. A. Well, we manufacture a wide line of arch 
supports. 

Q. 10. How are they used? A. They are placed in shoes, 
used for people that have weak or fallen arches. iWe man¬ 
ufacture a wide line of foot remedies such as com pads, 
bunion pads, bunion reducers, medicaments such has 
athlete foot treatments. 

109 Q. 11. By whom are these products manufactured? 
A. By The Scholl Mfg. Co. 

Q. 12. Do they manufacture the shoes? A. No; the 
shoes are made by other shoe manufacturers, but we fur¬ 
nish the lasts and specifications. 

Q. 13. Through what channels of trade are these pro¬ 
ducts sold? A. The orthopedic—that is, the atch sup¬ 
ports, remedies and products of that nature, are sold 
through shoe, drug, department and variety stores, and 
the shoes are sold in department stores, our own chain of 
stores, who also sell the arch supports and remedies as 
well, and through a large number of dealer-own^d shops 
which are franchised stores, the Dr. Scholl Foot Comfort 
Shops. 

Q. 14. Approximately how many of those dealer-owned 
shops does The Scholl Mfg. Co. have and where jare they 
located? A. We have approximately sixty of these dealer- 
owned shops. 

Q. 15. Then, in general, where are they located? A. 
They are located in most of the states of the Uiiion ex¬ 
cept through the southern states,—in New York,! Massa¬ 
chusetts, Pennsylvania, Ohio, Michigan, Indiana, Illinois, 
Washington, California, Minnesota. Then, of course, as 
I said before, we have a chain of company-owned shops 
as well, which are not these shops that I just mentioned. 

Q. 16. Well, that is some of them? A. Yes, that is some 
of them. 
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110 Q. 17. Approximately how many of those com¬ 
pany-owned shops are there? A. Approximately 

twenty. 

Q. 18. Where are they located? A. They are located in 
New York, Pennsylvania, Massachusetts, Michigan, Ohio, 
Illinois, Minnesota, Missouri, California, the State of Wash¬ 
ington,— 

Q. 19. Well, that is some of them? A. Yes, that is some 
of them. 

Q. 20. Do you know what state The Scholl Mfg. Co. is 
incorporated in? A. The State of New York. 

Q. 21. I show you a paper and ask you if you can iden¬ 
tify it? A. It is a registration of the trade-mark “Medi¬ 
cal”, an arch support manufactured by The Scholl Mfg. 
Co. 

Q. 22. In other words, this is a copy of one of the printed 
copies? A. That is right. 

Mr. Mabee: I offer this copy of Certificate of Registra¬ 
tion, Trade-Mark No. 225,272, of the trade-mark “Medi¬ 
cal”, in evidence as Scholl Exhibit 1. 

Mr. Dowell: This exhibit is objected to on the ground 
that it has not been properly proven and is not the best 
evidence. 

111 Q. 23. Do you have any personal knowledge of 
The Scholl Co.’s use of that trade-mark “Medical”? 

A. Yes. 

Q. 24. Upon what was it used, to your knowledge? A. 
On a style of arch support manufactured by the company. 

Q. 25. And how long, to your knowledge, has The Scholl 
Co. been using that trade-mark on arch supports? A. It 
was in use prior to the time that I came with the company. 

Q. 26. And you came with the company when? A. In 
the fall of 1918. 

Q. 27. State whether or not this trade-mark “Medical” 
has been used continuously since the fall of 1918. A. It has. 




/ 
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Q. 28. Can you produce a copy of the trade-mark show¬ 
ing the manner of its application to the arch supporjts? A. 
I am afraid I don’t understand that question. 

Q. 29. I show you a paper and ask you if you cau iden¬ 
tify it? A. Yes; that is the label applied to the carton 
containing the “Medical” arch support. 

Q. 30. How long, to your knowledge, has that lab^l been 
in use by The Scholl Co. for that purpose? A. As long as 
I have been with the company. 

Mr. Mabee: I offer this label in evidence as Scholl 


Exhibit 2. 


112 Q. 31. Is that label still in use by the Scholl Co. 
on arch supports? A. Yes, it is. 

Q. 32. In general, where have those arch supports, bear¬ 
ing that trade-mark “Medical”, been, sold? A. Th^y have 
been sold throughout the United States. 

Q. 33. In many of the states? A. In many of the states. 
Q. 34. I show you a paper and ask you if you can iden¬ 
tify it? A. I would say that it is a registration in the 
United States Patent Office of the word “Pedico”[ 

Q. 35. Of The Scholl Co. ? A. Of The Scholl Mfg. Co. 


Mr. Mabee: This Certificate of Registration is Offered 
in evidence as Scholl Exhibit 3. 

Mr. Dowell: Exhibit 3 is objected to as not properly 
proven, and beyond the province of the witness, ajnd not 
the best evidence. 

i 

Q. 36.1 show you another paper and ask you if y|ou can 
identify it? A. This is a label that is attached to the con¬ 
tainer containing Dr. Scholl’s Pedico Foot £j!oap. 
113 Q. 37. How long, to your own knowledge, has this 
label been in use by The Scholl Co. for that pur¬ 
pose? I am talking about your own knowledge. A. Say, 
ten years. 

Q. 38. And as I understand it, these are the labels that 
are applied to the containers that contain the Foot Soap, 
is that right? A. Yes, this is right. 
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Mr. Mabee: I offer this label in evidence as Scholl Ex¬ 
hibit 4. 

Mr. Dowell: The label is objected to as not properly 
proven. 

Q. 39. How extensively has Dr. Scholl’s Foot Soap, bear¬ 
ing this label, been sold during the ten-year period that 
yon speak of? A. It has been sold all over the United 
States in drug, department and shoe stores. 

Q. 40. State whether or not this label is still in use. A. 
It is. 

Q. 41. Has it ever been off the market during that ten- 
year period? A. No, not that I recall. 

Q. 42. I show you another paper and ask you if you can 
identify it? A. That is the trade-mark named “Pedi- 

114 creme” of The Scholl Mfg. Co. 

Q. 43. This paper is what? A. Registration of 
trade-mark of “Pedicreme”. 

Q. 44. And you have seen copies of this before? A. Yes, 
sir. 

Mr. Mabee: This Certificate of Registration is offered in 
evidence as Scholl Exhibit 5. 

Mr. Dowell: The exhibit is objected to as beyond the 
province of the witness, not properly proven, and not the 
best evidence. 

Q. 45. I show you another paper and ask you if you can 
identify it? A. That is a label which goes around the jar 
containing the Pedicreme. 

Q. 46. How long has this label been in use by The Scholl 
Co.? A. At least ten years. 

Q. 47. What is this Pedicreme? A. It is an ointment that 
is cool and refreshing to the feet, a massage cream. 

Q. 48. How extensively, to your knowledge, has this Pedi¬ 
creme product, bearing this label, been sold by The Scholl 
Co.? A. It has been sold all over the United States, 

115 in shoe, drug, department and variety stores. 
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Q. 49. How continuously has it been sold? A. It is sold 
continuously. J 

Q. 50. That is, it is still on sale? A. Yes. 

Mr. Mabee: This label is offered in evidence as Scholl 
Exhibit 6. j 

Mr. Dowell: The label is objected to as not properly 
proven. 

Q. 51. I show you a piece of paper and ask you 1 if you 
can identify it? A. It is a label from the carton containing 
the Schopedic Arch Support. 

Q. 52. Who uses that label? A. The Scholl Mfg. Co. 

Q. 53. To your own knowledge, how long has thht label 
been in use on arch supports sold by The Scholl 
A. I would say at least ten years. 

Q. 54. How* extensively have those arch support^, bear¬ 
ing that label, been sold? A. Quite extensively. 

Q. 55. So far as territory is concerned, how widely have 
they been distributed? A. New York, Illinois^ Ohio, 

116 Michigan, Missouri, Minnesota, California. j 

Mr. Mabee: This label is offered in evidence as 
Scholl Exhibit 7. 

# I 

Mr. Dowell: The exhibit is objected to as not properly 
proven. 

Q. 56. How is that label used? A. It is applied fo the 
carton containing a pair of the arch supports. 

Mr. Mabee: I offer in evidence as Scholl Exhibit 8, 
printed copy of the trade-mark registration No. 230,523, 
covering the word “Schopedic”. 

Mr. Dowell: The exhibit is objected to as not proven or 
identified, and not the best evidence. 

Q. 57. I show you another paper and ask you if you can 
identify it? A. That is the label from a carton containing a 
pair of Osteopedic Arch Supports. 

Q. 58. How is that label used be The Scholl Co.? 

117 A. It is applied to the carton containing the Qsteo- 
pedic Arch Supports. 
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Q. 59. How extensively has that label been used by The 
Scholl Co. ? A. Quite extensively. 

Q. 60. Has it been sold in more than one state? A. Yes; 
in New York, Illinois, and other states. 

Q. 61. And for how long a period of time do you know, 
of your own knowledge, that this label has been used on 
those arch supports? A. For at least ten years. 

Mr. Mabee: This label is offered in evidence as Scholl 
Exhibit 9. 

Mr. Dowell: The admission in evidence is objected to on 
the ground that it has not been properly proven. 

Mr. Mabee: I offer in evidence, as Scholl Exhibit 10, a 
printed copy of Trade-Mark Registration No. 247,829, cov¬ 
ering the word “Osteopedic”. 

Mr. Dowell: The admission is objected to on the ground 
that it is not the best evidence and has not been proven or 
identified. 

118 Q. 62. I hand you two pieces of paper and ask you 
if you can identify them? A. The blue one is the label 
of the Dr. Scholl’s Ped-o-Kube, and the white paper covers 
the direction circulars. 

Q. 63. Where are the direction circulars placed? A. In¬ 
side of the blue paper around the cube itself. 

Q. 64. Let me get this straight. This preparation is put 
up in the shape of cubes, is that right? A. Yes. 

Q. 65. And the blue paper is wrapped around the cubes? 
A. Yes. 

Mr. Dowell: The question is objected to as leading. 

Q. 66. And to your knowledge, how long have these two 
papers been used on these Ped-o-Kube products by The 
Scholl Co.? A. As long as I have been with the company. 

Q. 67. And state whether or not that use has been con¬ 
tinuous. 

Mr. Dowell: Objected to as leading. 

A. It has. 

Q. 68. And in general, what has been the territory cov¬ 
ered by the sales of the product bearing these labels that you 


33 


have just identified as Ped-o-Kube labels? A. Npw York, 
Illinois, and other states. 

119 Q. 69. Over that entire time, or only a pprt of it? 
A. Over that entire time. 

Mr. Mabee: This blue label is offered in evidence as 
Scholl Exhibit 11-A, and the white label as Scholl Exhibit 
11-B. 

And I offer in evidence as Scholl Exhibit 12 a copy of 
Trade-Mark Registration No. 197,403, covering tjhe word 
“Ped-o-Kube”, registered April 14,1925. 

Mr. Dowell: The admission is objected to on thje ground 
that the exhibit is not the best evidence, and has not been 
identified or proven. 

Q. 70. I show you a paper, to which has been attached 
a decalcomania transfer, and ask you if you can! identify 
that? A. That is a label that is attached to the Dr.| Scholl’s 
Pedo-Graph. 

Q. 71. What is this Pedo-Graph? A. The Pedo-fcrraph is 
a wooden box with a self-inking rubber sheet which takes an 
impression of the foot when the person stands on it. 

Q. 72. And to your knowledge, how long has this label 
on the Pedo-Graph been used by The Scholl Co. ? i&. Since 
I have been with the company. 

Q. 73. And to what extent, territorially? A. I wlould say 
in every state in the Union. 

120 Q. 74. And over what portion of the period of time 
you have been with the company have these ihachines 

been sold bearing this label? A. Sold continuously. 

O <j 

Q. 75. Are they still on sale? A. They are. 

Mr. Mabee: This label is offered in evidence as Scholl 
Exhibit 13. 

I offer in evidence, as Scholl Exhibit 14, a copy qf Trade- 
Mark Registration No. 204,815, covering the won} “Pedo- 
Graph”, issued to Scholl Manufacturing Company,! Inc. 

Mr. Dowell: Exhibits 13 and 14 are objected to as not 
properly proven. Exhibit 14 is likewise objected to as not 
the best evidence, and on the ground that it has pot been 
properly identified. 
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Q. 76. I hand you a paper and ask yon if you can iden¬ 
tify it? A. That is the label that is attached to the Dr. 
Scholl’s Pedo-Print. 

Q. 77. What is the Dr. Scholl’s Pedo-Print? A. It is a 
similar device to Dr. Scholl’s Pedo-Graph—a wooden box 
and as the person stands on it, it registers the imprint of 
the foot. 

121 Q. 78. To your own knowledge, how long has this 
label been in use on those machines by The Scholl 

Co. ? A. I would say ten years. 

Q. 79. How extensively, as far as territory is concerned, 
have those machines, bearing this Pedo-Print label, been 
used and sold? A. They have been sold in practically every 
state in the Union. 

Q. 80. With respect to the period of time covered, how 
extensively have these labels been used on those machines? 
A. Used very extensively. 

Q. 81. Has there been any period of time during that ten 
years when The Scholl Co. was not using this label which 
you have just identified? 

Mr. Dowell: Objected to as leading. 

A. No. 

Q. 82. State whether or not this Pedo-Print label is still 
in use. A. It is. 

Mr. Mabee: This label is offered in evidence as Scholl 
Exhibit 15. 

Mr. Dowell: The admission of this exhibit is objected to 
on the ground that it has not been properly proven. 

122 Mr. Mabee: I offer in evidence, as Scholl Exhibit 
16, a copy of Trade-Mark Registration No. 275,761, 

covering the word “Pedo-Print”, issued to The Scholl Mfg. 
Co., Inc., of Chicago, Illinois. 

Mr. Dowell: Objection is made to the introduction of this 
paper in evidence on the ground that it has not been identi¬ 
fied or properly proven, and is not the best evidence. 

Q. 83. I show you a piece of paper and ask you if you can 
identify it? A. It is a label from the carton containing 
Kiropedic Arch Supports. 
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Q. 84. How is this label used on those arch supports? A. 
It is applied to the front of the carton containing the Kiro- 
pedic Arch Support. 

Q. 85. To our own personaly knowledge, how jlong has 
The Scholl Co. been using labels like this on th<j>se same 
products? A. At least ten years. 

Q. 86. How extensively have these labels, beaming the 
word “Kiropedic”, been used on arch supports by The 
Scholl Co. during those ten years? A. Quite extensively. 
They have been sold in various states—New York, Illinois, 
and other states. 

123 Q. 87. With respect to the time covered, how ex¬ 
tensively have they been used? A. They hive been 

on sale continuously. 

Q. 88. State whether or not they are still on sale bearing 
these labels. A. They are. 

Mr. Mabee: This label is offered in evidence as Scholl 
Exhibit 17. 

Mr. Dowell; Objected to as not properly proven. 

Mr. Mabee: I offer in evidence, as Scholl Exhibit 18, a 
copy of Trade-Mark Registration No. 116,369, registered 
April 24,1917, for the trade-mark “Kiropedic”. 

Mr. Dowell: Objection is made to the introduction of 
this School Exhibit 18 on the ground that it has dot been 
identified by the witness, or proven, and is not the best evi¬ 
dence. 

Q. 89. I hand you a piece of cloth bearing some printing 
and ask you if you can identify that? A. It is a label that 
is placed inside of the Practipedic Comfort Shoe manufac¬ 
tured by the Scholl Mfg. Co. 

124 Q. 90. How extensively have shoes bearing these 
labels been hold by The Scholl Mfg. Co.? A They 

have been sold in a number of states through otr own 
chain of retail stores.. 

Q. 91. And state whether or not any substantial Quanti¬ 
ties of them- have been sold A. I would not say thQt they 
were sold in substantial quantities. 
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Q. 92. How long, to your own personal knowledge, has 
The Scholl Co. been selling shoes bearing labels like this 
one you have just identified bearing the word “Practi- 
pedic”? A. Since 1935. 

Q. 93. And that is to your own personal knowledge? A. 
Yes. 

Q. 94. Through what channels have these shoes, bearing 
these labels, been sold by The Scholl Co.? A. Through Dr. 
Scholl’s Foot Comfort Shops, a subsidiary and wholly 
owned by the Scholl Mfg. Co. 

Q. 95. And with respect to the time covered, how exten¬ 
sive have the sales been? A. I would like to have you define 
that word “extensive”. 

Q. 96. Well, so far as the time covered by the sales, what 
has been the time covered? A. It has been sold continu¬ 
ously since 1935. 

Q. 97. To your knowledge, bearing these labels ? A. That 
is right. 

125 Mr. Mabee: This label is offered in evidence as 
Scholl Exhibit 19. 

Mr. Dowell: Objected to as not properly proven. 

Mr. Mabee: I offer in evidence, as Scholl Exhibit 20, 
printed copy of Trade-Mark Registration No. 199,617, cover¬ 
ing the word “Practipedic” on shoes and other articles, in 
Class 39, registered June 16,1925. 

Mr. Dowell: Objected to as not the best evidence, as not 
identified by the witness, and not properly proven. 

Q. 98. I hand you a paper and ask you if you can identify 
it? A. That is a label from the front of the carton contain¬ 
ing a pair of Practipedic Arch Supports. 

Q. 99. How is this label used? A. It is applied to the 
front of the carton containing a pair of Practipedic Arch 
Supports. 

Q. 100. For how lQng, to your knowledge, has this label 
been so used? A. At least fifteen years. 

Q. 101. And how extensively has it been used, both as to- 
time and as to the area covered? A. It has been 




126 used continuously since that period of time and we 
have had distribution on the product in New York, 

Illinois, and other states. 

Mr. Mabee: This label is offered in evidencb as Scholl 
Exhibit 21. j • 

Mr. Dowell: Objected to as not properly proven. 

Mr. Mabee: I offer in evidence, as Scholl Exhibit 22, a 
printed copy of Trade-Mark Registration No. 116,370, cov¬ 
ering the word “Practipedic”, registered April 24,1917. 

Mr. Dowell: Objected to as not the best evidence, and 
not properly identified or proven. 

Q. 102. I hand you a book and ask you if you can identify 
it? A. That is the “Elementary Course in Praptipedics”, 
published by the American School of Practipedics in Chi¬ 
cago. 

Q. 103. Does the American School of Practipedics in Chi¬ 
cago have anything to do with The Scholl Co.? A. It is a 
wholly owned subsidiary of The Scholl Mfg. Co. [ 

Q. 104. And so far as your personal knowledge is con¬ 
cerned, how long has a book bearing this title, “Elementary 
Course in Practipedics” been used by The Schojl Mfg. Co. 
or by the American School of Practipedics? A. I 

127 studied the course before coming with The Scholl 
Mfg. Co. and that would be at least twentyjfive years. 

Q. 105. Was, or was not, a book bearing this jitle in use 
by them at that time? A. It was. 

Q. 106. State whether or not this book has bben in use 
since that time. 

i 

Mr. Dowell: Objected to as leading. 

A. It has. 

Q. 107. Have you any idea as to approximately how many 
students have taken this course and used this l^ook or an 
earlier edition of it? A. Around 140,000. 

Mr. Mabee: This book is offered in evidence as Scholl 
Exhibit 23. 

Mr. Dowell: Objected to as not properly provpn. 
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Q. 108. I show you a paper and ask you if you can iden¬ 
tify it? A. This is the label from the carton containing Dr. 
Scholl’s Pedicure Set. 

Q. 109. What is this Pedicure Set? A. Well, it is 
,128 a toilet combination for the feet, containing a nipper 
and files in a black leather case. It has several other 
instruments as well. 

Q. 110. State how long, to your personal knowledge, these 
labels, bearing the word “Pedicure”, have been applied to 
those sets and sold by The Scholl Co. A. As long as I have 
been with the company. 

Q. 111. And how extensively as to time and area covered 
have these Pedicure Sets, bearing these labels, been sold by 
The Scholl Co.? A. I would say they have been sold in 
every state in the Union. 

Q. 112. And as to time? A. Sold continuously since 1918, 
that I can recall. 

Q. 113. State whether or not these sets, bearing these 
labels which you have just identified, are still sold by The 
Scholl Co. A. They are. 

Mr. Mabee: This label is offered in evidence as Scholl 
Exhibit 24. 

Mr. Dowell: The label is objected to as not properly 
proven. 

Q. 114. Now, Mr. Hartung, during this period, state 
whether you, yourself, have had directly to do with the 
sales of the products you have referred to, bearing the labels 
you have been identifying in your testimony. A. I 
129 have been identified ddrectlv and indirectlv with the 
distribution of these products since coming with the 
company. 

Q. 115. State whether or not any of these trade-marks 
that you have identified have at any time been abandoned 
by The Scholl Mfg. Co. 

Mr. Dowell: Question objected to as leading. 

A. Not that I know of. 

Q. 116. Does The Scholl Mfg. Co. do any advertising? A. 
Yes—very extensive advertising. 






Q. 117. What is the nature of that advertising? A. News¬ 
papers, magazines, window trims, displays of all kinds. 

Q. 118. You mentioned that approximately 140,000 stu¬ 
dents had used these books, “Elementary Course of Prac- 
tipedics”. Who are the students that take that course? A. 
They are people identified with the retailing |of shoes,— 
clerks, owners, all working in the distribution and sale of 
shoes to the consumer. | 

Q. 119. Have you personally sold any of the$e products 
bearing the labels that you have identified? A| I have. 

Q. 120. All of them? A. Yes. Might I qualify that? 

Q. 121. Yes, qualify it. A. I wouldn’t say to the con¬ 
sumer; I would say to the retail dealers. 

130 Q. 122. And over what period of tim!e has that 
taken place? A. Well, primarily during the time 
that I was traveling for the company and actively engaged 
in the distribution of these products, rather than the time 
that I was supervising the distribution of them, i 

Q. 123. When did you begin supervising the distribution 
of them, approximately? A. In the fall of 1920; 

Q. 124. Now, some of them, you have stated tfiat you did 
not remember selling for more than five or ten years. 
Would your previous answer as to having sold llhem apply 
to those? A. Well, I might state that I have always 
handled special accounts for the company—large accounts— 
and during that time, sold these products to tiie acounts 
that I handled. 

Q. 125. Has the continued up to the present time? A. 
Up to the last six years. 

Direct Examination closed. 

Cross Examination 

. 

I 

By Mr. Dowell: 

XQ. 126. Are you an official of The Scholl CoJ A. By 
that, you mean what? 

XQ. 127. Do you have the right to sign offiicial docu¬ 
ments binding the company? A. No. 
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XQ. 128. Have you ever testified before in a proceeding 
of this nature? A. Yes. 

i 131 XQ. 129. Frequently, or rarely? A. Barely. 

XQ. 130. Your company sells through its stores, I 
i believe you said? A. That is right. I think that question 
should require a little more defining. By saying we sell 
through our stores, is just a small branch of our business. 

XQ. 131. Your company sells, primarily, merchandise 
that is for the aid or treatment of the feet, is that correct? 
A. Yes. 

XQ. 132. Is yours the only company that sells that type 
of merchandise? A. No. 

XQ. 133. Referring to Exhibit 23, the book entitled 
“Elementary Course in Practipedics”, what is the meaning 
of the word “Practipedics”? A. I think it is a practical 
knowledge of the foot. 

XQ. 134. Does your company have any exclusive right in 
the word “Pedics”? 

Mr. Mabee: I object. That is calling for a conclusion of 
law. 

A. I don’t know. 

XQ. 135. Does your company claim ally exclusive right 
in the word “Pedics”? A. I do not know. 

132 XQ. 136. You testified that your company sold 
shoes, did you not? A. Yes. 

XQ. 137. What part of its business is the shoe business? 
Is it a very large part, or an infinitesimally small part? A. 
No, it is a very good proportion of it today. 

XQ. 138. For how long has it been a good proportion? 
A. Well, I would say seven or eight years. 

XQ. 139. Eight years ago, your company was selling 
shoes, is that correct? A. Yes; prior to that time also. 

XQ. 140. Did I not understand you to say that you have 
been selling shoes since 1935? A. No; we have been selling 
shoes prior to that time. 

XQ. 141. What shoes did you refer to when you men¬ 
tioned the date 1935? A. I think, if I recall it correctly, the 
i question was put on the shoe “Praetipedic”. 
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XQ. 142. Does your company sell shoes under the name 
“Medico Pedic”? A. No. 

XQ. 143. The people who take the course that you men¬ 
tioned, which involves Exhibit 23, sell shoes of your com¬ 
pany, is that correct? A. No, it is not correct. 

XQ. 144. They sell your company’s products, is that cor¬ 
rect? A. They sell our company’s product?, yes. 

133 XQ. 145. They do not all sell shoes? A. I would 
say a very small number sell our shoes. 

XQ. 146. Is your merchandise sold in general stores or 
general shoe stores? A. Yes, in large quantities. 

XQ. 147. By “merchandise,” I refer to shoes. jA. Well, 
no, the shoes are not sold in general stores in larg^ quanti¬ 
ties. When you referred to our merchandise, I Assumed 
that you were referring to arch supports and remedies. 

XQ. 148. Are you familiar with The Schiff Company? 
A. I have heard of them. 

XQ. 149. Do you know what they sell? A. Shoes. 

XQ. 150. Is that all? A. All I know of. I am pot very 
familiar with the company’s activities. 

XQ. 151. How do you know they sell shoes? A. I would 
say through hearsay. I have never visited their headquar¬ 
ters, never met any of their individuals or official? that I 
know of,—merely that I have heard of The Schiff C 
selling shoes. 

XQ. 152. You have heard of their selling shoes, but you 
have never heard of anything else? A. No. As j say, I 
have only heard of their selling shoes. 

XQ. 153. Is it not rather unique that you have only heard 
of their selling shoes? A. No. 

134 XQ. 154. Do you know whether or not they are na¬ 
tionally advertising? A. No, I do not. 

XQ. 155. Do you know anything about the extent of the 
sale of their shoes? A. No. 

XQ. 156. Do you know anything about the way their 
trade-mark “Medico Pedic” is used? A. No. 

XQ. 157. Do you know whether or not it is used merely 
between their factories and their stores? A. I don’t know 
anything about it. 
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XQ. 158. It is a fact, is it not, that insofar as yonr com¬ 
pany is concerned, that they have only been selling shoes 
for a few years, while they have been selling foot appliances 
and the like for only a short time? A. Well, we have been 
selling shoes since 1925. 

XQ. 159. To what extent were you selling shoes in 1925 ? 
A. At that time, not to a great extent. 

XQ. 160. When did you sell shoes for the time to a great 
extent? A. I would say in 1930 or 1931. 

XQ. 161. Do you sell Practipedic shoes to a great extent? 
A. No. 

XQ. 162. When did you start selling Practipedic shoes? 
A. 1935, as I recall. 

135 XQ. 163. Do you know whether or not you were 
selling Practipedic shoes prior to that time? A. I 
don’t recall; we may have been. 

XQ. 164. Were you selling them in 1925? A. No. 

XQ. 165. Have you ever had any controversies with The 
Schiff Company? A. Not that I know of. 

XQ. 166. Referring to Exhibit 1, ‘‘Medical,” do you re¬ 
call how long you have been using that? A. Since I have 
been with the company. 

XQ. 167. How do you use it as a trade-mark? A. We use 
it on arch supports. 

XQ. 168. What type of arch supports? A. Leather and 
metal. 

XQ. 169. What is the purpose of the arch support? A. 
To relieve weak and fallen arches. 

XQ. 170. Would you say it is a fair statement to state 
that the arch supports are intended to supplement or sub¬ 
stitute for some medical treatment? A. Doctors frequently 
recommend them. 

XQ. 171. Then you your answer be “yes”? A. I would 
say, not necessarily. 

XQ. 172. Then why would doctors recommend them? A. 
Because they feel that there are certain conditions there 
that they might help, that they do help. 





XQ. 173. Then your answer would have to bp “yes”, 
would it not ? A. Not “ yes ’ ’, because it is not always 

136 intended as a substitute for the medical treatment. 

XQ. 174. But sometimes? A. Yes, sometimes. 
XQ. 175. Relative to Exhibits 3 and 5, “Pedico” and 
“Pedicreme”, for foot soap and foot cream, what type of 
soap and cream are these? A. Well, the foot Soap is a 
granular foot soap, rough, and I don’t know what the in¬ 
gredients are, but it does have a tendency to cleanse the 
pores very well. Pedicreme is a non-greaseless cream, very 
soothing and refreshing, used for burning and tired feet. 

XQ. 176. Well, these soaps and creams are supposed to 
be of a superior quality to ordinary soaps and creams that 
might be used for the feet, are they? A. I would! say that 
all Scholl products are of a very superior type. 

XQ. 177. Referring to Exhibit 12, “Ped-o-Kub4”,—that 
is a foot cube, is it not, for treatment of the feet? j A. That 
is right. • • | 

XQ. 178. Exhibit 14, “Pedo-Graph”, is a fooj; graph? 
A. As I said, it is made in a box with a rubbeif curtain 
that works very much like any other window curtain on a 
string. When this curtain is pulled out, it is automatically 
inked underneath, and as you step on a paper, it. gi yes the 
impression of the foot. I might say that these 4re being 
used very extensively in the Army today, in colleges and 
various institutions, as well as retail stores) 

137 XQ. 179. It is a device for making a drawing of 
the foot, is that right? A. No, it is for ipaking a 

print of the foot, similar to as you step out on ^he floor 
from the bathtub. 

XQ. 180. A print of the foot? A. A print. 

XQ. 181. Is that the same as Exhibit 16, “PedofPrint”? 
A. Yes. The mechanics of it are somewhat different. 

XQ. 182. In regard to Exhibit 18, “Kiroped^c”, this 
mark is used for arch supports, is it? A. That is right. 
We use it also on Kiropedic corn files. 
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XQ. 183. This areh support is somewhat of a chiro¬ 
practic eliminator, is it? X. You will have to define your 
! question. I think it is rather indefinite. 

XQ- 184. Chiropractic treatment is a manipulative treat¬ 
ment, is it not? A. I understand so. I have never had one. 

XQ. 185. And these Kiropedic areh supports are sup¬ 
posed to handle the arch in such a manner as to relieve— 
A. Believe strain. 

XQ. 186. Beferring to “Practipedic”, Exhibit 20 and 
Exhibit 22, and the book,' Exhibit 23, if I am correct, had 
! to do with the practical treatment of—A. (interrupting) 
Practical knowledge. 

XQ. 187. Practical knowledge of the foot, is that right? 
A. Yes. 

I 138 XQ. 188. Beferring to Exhibit 24, the Pedicure 
Set, pedicure for the foot is the same as manicure 
i for the nails, for the hands, is that correct? A. I would 
say yes. 

Cross Examination closed. 


Bedirect Examination 


. By Mr. Mabee: 

BDQ. 189. You were asked whether The Scholl Co. was 
using “Practipedic” on shoes in 1925. How definitely cer- 
! tain of that are you, Mr. Hartung? A. I am stating only 
to the best of my knowledge. 

BDQ. 190. Well, if the Scholl Exhibit 20—A. (inter¬ 
rupting) Wait a minute now, I don’t think I stated that 
the Practipedic shoes were in 1925. I said 1935. 

BDQ. 191. Yes, but you-said in answer to the question 
that The Scholl Co. did not sell Practipedic shoes in 1925. 
A. To the best of my knowledge, they did not. 

Mr. Dowell: I beg your pardon. The witness has testi¬ 
fied on this and the exhibit speaks for itself. 

BDQ. 192. I call your attention to Scholl Exhibit 20 and 
1 ask you to read it through. A. (Witness reads Exhibit 20, 
as requested.) 


RDQ. 193, Wonld you say that your recollection would 
be more or less likely to be correct than this registration? 
A. Less likely. 

Redirect Examination closed. 

139 Recross Examination 
By Mr. Dowell: 

RXQ. 194. Then you are not sure about the things you 
have been testifying to, are you? A. Are you referring to 
all of the things that I said? 

RXQ. 195. That is right. A. I am very positive that 
what I have stated is absolutely the truth. 

RXQ. 196. Then you are positive that you were niot sell¬ 
ing shoes in 1925 under the trade-mark “Practipedic”? 
A. I stated that I was sure we were selling them ih 1935. 
Now, we may have been selling them in 1925, but if you ex¬ 
pect me to remember the exact date, I don’t think anybody 
connected with it would remember that far back. 

RXQ. 197. But you said you were not selling them in 
1925. A. I said that as far as I recall. The question was 
asked how far back that I recall, and I said 1935. 

RXQ. 198. Since you have been shown the registration, 
you have modified your answer to that question, have you 
not? A. Naturally, in looking over the registration, my 
memory would naturally be refreshed. In testifying, t testi¬ 
fied the dates that I actually knew of that were positive 
in my mind. 

. . . • ♦ . * . *| 

144 Harold A. Coldiron, the next witness called on be¬ 
half of Opposer, being duly sworn, testified as fol¬ 
lows, in response to interrogatories by Mr. Mabee: 

Direct Examination 

By Mr. Mabee: 

Q. 1. Please state your full name. A. Harold Ai Cold- 
iron. 





Q. 2. Where do you reside? A. 4856 Grace Street, Chi¬ 
cago, Illinois. • 

‘ Q. 3. How old are you? A. Forty-two. 

Q. 4. What is your present occupation? A. Assistant to 
the President. 

145 Q. 5. Of what company? A. Of The Scholl Mfg. 
Co. 

Q. 6. How long have you worked for The Scholl Mfg. 
Co.? A. Since February, 1921. i 

Q. 7. Has that employment been continuous since that 
time? A. Yes. 

Q. 8. What, if any, other positions have you held than 
Assistant to the President? A. Works Manager, Office 
Manager, Cashier, and Cost Accountant. 

Q. 9. Are you familiar with the various products of The 
Scholl Mfg. Co.? A. Yes. 

Q. 10. What are those products, in general? A. Prod¬ 
ucts pertaining to the feet—arch supports and various foot 
preparations. 

Q. 11. Does The Scholl Mfg. Co. manufacture shoes? A. 
No. 

Q. 12. Does it sell shoes? A. Yes. 

Q. 13. How are the products of The Scholl Mfg. Co. dis¬ 
tributed,—through what channels to the trade? A. Through 
shoe, department stores, drug stores, variety stores. 

Q. 14. By “shoe”, do you mean shoe dealers? A. Yes, 
shoe dealers. 

146 Q. 15. Are you familiar with the various trade¬ 
marks of The'Scholl Mfg. Co.? A. Yes. 

Q. 16. You were sitting here in the room and heard the 
testimony just given by Mr. Hartung with respect to the 
various trade-marks of The' Scholl Mfg. Co. and their uses, 
were you? A. Yes. 

Q. 17. I call your attention to Scholl Exhibit 2, which 
is a label for Medical Arch Supports, as testified by Mr. 
Hartung. To your personal knowledge, how long has this 
label been in use? A. Well, since 1921. 



Q. 18. Upon what do you base that 1921 date? A. From 
the time that I started with the company. 

Q. 19. In other words, to your own knowledge thin, you 
are testifying that it has been used since 1921, is that cor¬ 
rect? A. That is right. 

Q. 20. State whether or not that use has been continuous 
since that date. A. It has. I 

Q. 21. I call your attention to Scholl Exhibit 4, and ask 
you how long, to your personal knowledge, that label has 
been in use by The Scholl Co. on foot soap? A. It has 
been used since I have been with the company in 1921. 

Q. 22. State whether or not that use has been continuous. 
A. Yes. 

Q. 23. State how that label is applied to the product. 
A. On the outside of the container containing the Pedico 
Foot Soap. 

147 Q. 24. I show you Scholl Exhibit 6, covering Pedi- 
creme, and ask you how long, to your knowledge, that 
label has been in use by The Scholl Co. on the products 
which it sells? A. At least ten years. 

Q. 25. I show you Scholl Exhibit 7 and ask you ho^v lojig, 
to your personal knowledge, that label has been in [use by 
The Scholl Co.? A. At least ten years. 

Q. 26. I show you Scholl Exhibit 9 and ask you how long, 
to your personal knowledge, that label has been in use by 
The Scholl Co. ? A. At least ten years. 

Q. 27. I show you Scholl Exhibits 11-A and 11-B and ask 
you how long, to your personal knowledge, these labels have 
been in use by The Scholl Co. on the products indicated? 
A. At least ten years. 

Q. 28. I show you Scholl Exhibit 13 and ask vbu how 
long, to your personal knowledge, that label has been in 
use by The Scholl Co. on the Pedo-Graph machines? A. At 
least fifteen years. 

Q. 29. I show you Scholl Exhibit 15 and ask yqu how 
long, to your personal knowledge, that label has been in 
use on the Pedo-Print machines? A. At least ten years. 







..... 


Q. 30. I show you Scholl Exhibit 17 and ask you how 
long, to your knowledge, that label has been in use by The 
Scholl Co. on arch supports! A. At least ten years. 

148 Q. 31. I show you Scholl Exhibit 21 and ask you 
how long, to your personal knowledge, that label has 

been in use by The Scholl Co. on arch supports! A. At 
least ten years. 

Q. 32. I show you Scholl Exhibit 19 and ask you how 
long, to your personal knowledge, that label has been in 
use by The Scholl Co. on shoes! A. I would say at least 
fifteen years. 

Q. 33. I show you Scholl Exhibit 23 and ask you how 
long, to your knowledge, that term, “ Elementary Course in 
Practipedics”, has been used on that book, or on one of 
which that is a revision! A. I would say at least twenty 
years. 

Q. 34. I show you Scholl Exhibit 24 and ask you how 
long, to your personal knowledge, that label has been in 
use by The Scholl Co. on Pedicure Sets! A. At least twenty 
years. 

Q. 35. Now, with respect to all of the labels which you 
have identified, state whether or not The Scholl Co.’s use 
has been continuous since the time you state you have 
knowledge of their having been used. A. In all instances 
it has been continuous. 

- Q. 36. State whether or not, with respect to any of those 
labels, The Scholl Co. has abandoned any of those trade¬ 
marks. A. None have been abandoned. 

Q. 37. State whether or not all of them are in use today. 
A. They are. 

Q. 38. What is the extent of the business done by The 
Scholl Co. under these labels, speaking generally and pick¬ 
ing out any of them that you want to mention specially? 
A. In volume! 

149 Q. 39. No, let’s talk about the geographic area. 
A. Well, fairly extensive, but not 100% distribution. 

Q. 40. By saying “not 100%”, what do you mean? A. 




a marw 


That means I wouldn’t take in every state in th|e United 
States, but the most important states. 

Q. 41. On all of these trade-marks? A. Yes. 

Q. 42. And with respect to some, of them, does it take 
in a broader field, or not? A. Some of them take ii a much 
broader field. 

Q. 43. Pick out a couple of these trade-marks that have 
national distribution as distinguished from only a few of 
the states. A. Well, Pedico Foot Soap, Pedicure Sets, 
Course of Practipedics, Kiropedic Corn Files, welre exten¬ 
sively distributed items. Of course, there are others. 

Q. 44. How about Pedo-Graph? A. Pedo-Graph is very 
extensive. 

Q. 45. Would it cover a substantial number of states in 
the Union, or only a few? A. That, I would say, in every 
state and export in foreign countries. 

Q. 46. What method of distribution does The Scholl Co. 
have of its products? A. Well, we distribute our products 
through traveling salesmen who travel in territories, in 


some instances where two to three men travel one 


150 individual state. Every state is represented by a 
salesman employed or engaged by The Scholl Mfg. 
Co. and they sell to the dealers of retail show scores and 
the buyers of the department stores. 

Q. 47. That applies to what general proportioii of your 
products t A. A very large proportion. 

Q. 48. Does it apply to your shoes? A. No, not neces¬ 
sarily. We have individuals who concentrate on shoe sell¬ 
ing alone, that is not confined to our regular selling staff. 

Q. 49. What I was trying to get at was, do yda have a 
group of your company-owned stores? A. Yes. 

Q. 50. Approximately how many? A. Seventeen or 
eighteen. 


Q. 51. Do you distribute all of your products through 


your company stores, or is there some distinction made? 


A. There is some distinction. 











Q. 52. What, in general, do your company-owned stores 
sell of your products? A. Well, they sell all the products 
that we manufacture and stock all of them. 

Q. 53. And shoes? A. Yes. 

Q. 54. Now then, in your sales like to general retail 
stores and other shoe stores throughout the country, and 
drug stores, do you sell them the complete line, or only a 
part of it? A. Well, to drug stores, it is confined 

151 to our foot remedies, and in some instances arch sup¬ 
ports, but no shoes are sold to drug stores. 

Q. 55. Now as to your other stores? A. We do solicit 
shoes in department stores and other privately owned re¬ 
tail shoe stores. 

Q. 56. And do you sell any shoes to them ? A. Yes. 

Q. 57. Can you give us an approximation in dollars and 
cents of the annual shoe business that the Scholl Co. does? 
A. About seven hundred and fifty thousand: dollars a year. 

Q. 58. Now, that doesn’t include your arch supports and 
your foot remedies and*other things like that, does it? 
A. No. 

. Q. 59. You are just confining yourself to the shoe busi¬ 
ness? A. Yes. 

Q. 60. Does The Scholl Co. manufacture its shoes, or 
does it secure them in some other way? A. No to your 
first question. We do not manufacture our own shoes. We 
design the lasts and the shoes are manufactured by other 
shoe manufacturers. 

Q. 61. For you? A. For us. 

Q. 62. According to your specification? A. That is 
right. 

152 Q. 63. In other words, you do not just go out to 
the Bill Jones Company and buy a stock of shoes 

and sell them, is that right? A. We sell them over our own 
designs and patterns. 

Q. 64. To what extent does The Scholl Co. advertise its 
i products? A. Very extensively throughout the 'United 
States. i 
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Coe Exhibit IB 

Decision of Examiner of Interferences 

Mailed Dec 17 1942 


Final Hearing 
December 8,1942 


Paper No. 21 
HS}4:EE 


IN THE UNITED STATES PATENT OFFICE 


Opposition No. 21,629 


The Scholl Mfg. Co., Inc. 


v. 


The Schiff Company 


Application No. 433,630, Filed July 2, 1940, Published 

December 9, 1941 


Shoes Made of Leather, Fabric, Rubber, or Combinations 

Thereof 


The Firm of Charles W. Hills for The Scholl Mfg. Co., Inc. 
Mr. A. Yates Dowell for The Schiff Company. 


This is an opposition in which each of the parties has 
filed a brief and was represented at final hearing. Only 
the opposer has taken testimony. 

The allegations contained in the notice of opposition re¬ 
late to only the confusion in trade clause of Sectipn 5 as a 
statutory ground for negativing the right of registration 
(Section 7) claimed by the applicant. 

The applicant seeks registration of a composite ipark con¬ 
sisting of the notations “Medico Pedic” and “For Foot 
Health” on a pentagonal-like background. The words 












“Medico Pedic” appear on a bar at the top of the pentagon 
and the words “For Foot Health” appear on a 

275 scroll at the bottom thereof. The mark is applied to 
shoes made of leather, fabric, rubber, or combina¬ 
tions thereof, and the words “Medico” and “For Foot 
Health” are disclaimed. 

The opposer relies on some twelve registrations for vari¬ 
ous notations including the term “Ped” or “Pedic” as 
well as the notation “Medical.” These registrations are 
applied to various goods including shoes, arch supports, 
foot soap and creams, and foot measuring devices. Of these 
registrations the most pertinent herein is deemed to be 
Registration No. 199,617 for the notation “PRACTI- 
PEDIC” applied to shoes, boots and slippers. By reason 
of this registration opposer is the prior user, and since the 
goods are identical, the only question for determination 
herein relates to the similarities of the marks. 

In applicant’s mark “Pedic” is the only undisclaimed 
spoken term and it is likewise believed to be an essential 
and prominent portion of opposer’s mark. While it is true 
that applicant’s mark also includes design features, these 
features form no part of the spoken term and likewise are 
deemed to be of such general character that they would 
make little if any impression on purchasers of the goods. 
The examiner therefore concludes that the similarities of 
the marks are such as to be likely to cause confusion in 
trade and to deceive purchasers when applied to the goods 
in question. 

Accordingly, the notice of opposition is hereby 

276 sustained and it is further adjudged that the ap¬ 
plicant is not entitled to the registration for which 

it has made application. 

Limit of appeal: January 6,1943. 


A. D. Bailey, 

Examiner of Interferences, 
Room 212. 


December 17,1942. 
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Decision of Assistant Commissioner. 

Docket Division 

277 Copy Mailed Jun 15 1943 

Hearing: MSP 

May 17.1943 " ' I 

In the United States Patent Office 


The Scholl Mfg. Co., Inc. 
v. 

The Schiff Company 


VoL 166, Page 211 

Appeal from Examiner of Interferences 

I 

— 

Opposition No. 21,629 to registration of trade-mark of The 
Schiff Company for shoes made of leather, fabric or 
rubber or combinations thereof, application filed July 
2,1940, Serial No. 433,630, published December 9,1941. 

f I 

Charles W. Hills for the Scholl Mfg. Co., Inc. 

A. Yates Dowell for The Schiff Company. 

• 

This is an appeal from the decision of the Examiner of 
Trade-Mark Interferences sustaining the notice pf opposi¬ 
tion filed by The Scholl Mfg. Co., Inc., to granting registra¬ 
tion to applicant of a composite mark consisting of the ex¬ 
pression “Medico Pedic” spaced above the expression 
“ ‘For Foot Health’ ”, both expressions being framed in 
rectangular lines and extending across an arrangement of 
lines forming a background effect The expression “For 
Foot Health” and the word “Medico” are disclaimed. 
Registration is sought for shoes. 

The Examiner sustained the notice of opposition on a 
prior registration of opposer’s of the mark “Practipedic” 













Registered June 16, 1925. 


Trade-Mark 199,617 
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UNITED STATES PATENT OFFICE. 
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SCHOLL HAZnTFACTTJBTN'Q COMPANY, INC., 07 CHICAGO, ILLINOIS. 

- 

ACT 07 FEBRUARY 20, 1905. 

* F I 

— ■ — ■ ■ 

Application Hied June 27/1924. Serial No. 199,246. 


PRACTIPEDIC 


STATEMENT. 


To all whom it may concern: 

Be it known that Scholl Manufacturing 
Company, Inc., a corporation duly organ¬ 
ized under the laws of the State of New 
York, and having its main place of business 
located in the city of Chicago, county of 
Cook, in the State of Illinois, and doing 
business at 211 West Schiller Street, in said 
city, has adopted and used the trade-mark 
shown in the accompanying drawing, for 
SHOES, BOOTS, AND SLIPPERS 
MADE OF LEATHER, LEATHER IN 
COMBINATION WITH FABRIC AND 
ELASTIC, AND WITH RUBBER 
HEELS, in Class 39, Clothing. 


The trade-mark consists of the word 
Practipedic. 

The trade-mark has been continuously used 
in the business of said corporation since 
January, 1924. 

The trade-mark is applied or affixed to 
the goods or to the packages containing the 
same by placing therein a woven or printed 
label on which the trade-mark is shown. 

SCHOLL MANUFACTURING 

COMPANY, INC, 
By DANIEL W. LANDON, 

| Treasurer. 
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Brief for Appellee 


In the 

UNITED STATES COURT OF APPEALS 


District of Columbia. 


No. 9220 


United States Oocn of Ao~ 
for the District cf €ofor>/h: 

FILE' MAY 1V 1940 


THE SCHOLL MANUFACTURING CO., INC., 

Appellant, 

v. 

THE SCHIFF COMPANY and CASPER W. OOMS, 
COMMISSIONER OF PATENTS, 

Appellees. 




Appeal from the Judgment of the District Court of the 
United States for the District of Columbia. 


A. YATES DOWELL, 
Attorney for Appellee, 
Munsey Building, 
Washington 4, D. C. 


The Butler Press, Cooperstown, N. Y. 
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UNITED STATES COURT OF APPEALS 


DISTRICT OF COLUMBIA 


THE SCHOLL MFG. CO., INC., Appellant, 


THE SCHIFF COMPANY and CASPER W. 00 
COMMISSIONER OF PATENTS, Appellees, 


Appeal from the Judgment of the District Court of 
United States for the District of Columbia. 


This is an appeal from the judgment of the District 
Court of the United States for the District of Columbia, 
holding that Appellee is entitled to register its trade-mark. 
(App. 17) | 

The trade-mark sought to be registered, and which 
registration by this appeal Appellant is continuing to op¬ 
pose, is a composite mark consisting of the words 
“MEDICO PEDIC” on a bar at the top of a pentagonal 
background. (App. 53) 




The mark is applied to shoes. 

Appellant contends that the Judgment of the District 
Court was 'wrong, in holding that Appellee is entitled to 
register. 


It is the contention of the Appellee that 


1. The record shows that the District Court had jurisdic 
tion of the case. 


2. The District Court ruled properly and in accordance 

with the evidence when it found that 

6 • % 

“the mark “Medico Pedic” does not so resemble the 
marks of The Scholl Mfg. Co., Inc. as to be likely 
to cause confusion or mistake in the mind of the 
public.” 


3. The decision of the District Court should be sustained 


In substantiation of its position, Appellant has raised 
three questions, upon all of which it was necessary for the 
District Court, in reaching its decision, to rule. They are: 

1. That the suit was not brought within the prescribed 
six months period arguing: 

(a) That since the Decision of the Commissioner of Pat¬ 
ents was rendered June 15, 1943, it was necessary for this 
suit to be brought before and not .on December 15, 1943. 

(b) That service on the Appellant herein December 23, 
1943, was too late and in effect, it was necessary for the 
defendant to be served before the end of the six months 







' J 

2. That there was no proof submitted at the trial ihat 
no appeal has been taken to the Oburtof Customs and 
Patent Appeals; and 

3. That the marks are confusingly similar. 

_ # N. j 

These points are hereafter treated in this brief in the - 
order named. 

■ .1 

' ■ ' • • . j . 

1- Complaint was Filed Within the Statutory Period. 

• ' . 

(a) Applicable Statutes and Buies of the Court 

^ ' I 

. 1 

The decision of the Commissioner of Patents was render¬ 
ed June 15, 1343; this Complaint was filed in the District 
of Columbia December £5, 1343; and the Summons was 
served in due course upon the Appellant in.Chicago, Il¬ 
linois on December 23, 1943. 

- - | 

Appellant argues, at the top of Page 12 of its Brief, that' 

. 

(a) it was necessary for the Bill to be filed and (b) the 
Summons served prior to December 15, 1943, or in other 
words by the end of December 14, 1943. 

This argument is wholly without merit. Section 4915 
of the Revised Statutes sets the time limit of six monjbhs, 
in which to file a bill in equity. Buie 6 of The Buies of 
Civil Procedure for the District Courts of the United States 
states that 

“In computing any period of time prescribed or 
allowed by these Rules, by order of Court, or by ;my 
applicable statutes, the day of the act, event, or de¬ 
fault after which the designated period of time be¬ 
gins to run is not to be included. The last day of 
the period so computed is to be included, unless it 
is a Sunday or a legal holiday in which event the 
period runs until the end of the next day which is 
neither a Sunday nor a holiday.” 




Rule 3 of The Rules of Civil Procedure for the District 
Courts of the United States, specifies that 

“A civil action is commenced by filing a Complaint 
with the court.” 


“SUMMONS: ISSUANCE: That upon the filing of 
the Complaint the clerk shall forthwith issue a 
Summons and deliver it for service to the marshall 
or to a person specially appointed to serve it.” 


It is submitted that the Statutes and Rules of the Court 

\ 

above cited govern the law on the Appellant’s first con¬ 
tention. The cases cited in the Appellant’s Brief in sub¬ 
stantiation of his argument as to the jurisdiction of the 
Court below appear irrelevant and not comparable with 
the facts of this case. However, a few comments concern¬ 
ing them are as follows: 

In re Horton, 58 F. 2d 682; Ross v. Loewer, 9 
App. D. C. 563; MattiUlath Aeroplane Co. v. Newton, 
Comm’r . 1921 C. D. 103, S. Ct. D. of C. 


- ' . . . - 

Further, according to the United States Code, Title 28, 
723b, after these rules have taken effect they are absolute, 
regardless of any prior law. This rsiatstates 

“The Supreme Court of the United States shall 
have the power to prescribe, by general rules, for 
the district courts of the United States and for the 
courts of the District of Columbia, the forms of 
process, writs, pleadings, and motions, and the prac¬ 
tice and procedure in civil actions at law. Said 
rules shall neither abridge, enlarge, nor modify the 
substantive rights of any litigant* They shall take 
effect six months after their promulgation, and there¬ 
after all laws in conflict therewith shall be of no 
further force or effect. June 19, 1934, c 651, 1. 48 
Stat 1064.” 


and Rule 4 specifies with regard to process 


(b) Cases Cited By Appellant. 


These cases all involve Motions for Rehearing of Patent 
Office Decisions in which it was argued that the! Motions 
stayed the time allowed by the Statute for appeal to the 
District Court under Section 4915. In each instancy the 
Plaintiff was quite a period of time late in filing his Bill 
in Equity. Although the cases held that the time fpr fil¬ 
ing the Bill began to run when the Commissioner of! Pat¬ 
ents made his original decision and not when he ruled on 
the Motions for Rehearing, they did not throw any ilight 
on the question of whether the first day shall be counted in 
computing the statutory time. j 

In re Wheeler v. Walton & Whann Co., 65 Fed. 

720, 722. 

In citing this case which involved concurrent jurisdiction 
- of two courts, the Appellant has confused jurisdiction over 
the parties and property with filing as required by the 
Statute. 

. ■ ■ i . 

In re U. 8. v. Kearns, 26 F. 2d 235 

In quoting from this case the Appellant failed to point 
out that original writ in this case which was filed within 
the statutory period was never served upon the defendant 
Kearns, and that the matter which was before the Court at 
that time was in connection with a second writ which hau 
been issued and served after the statutory period had ex- 
. pired. j 

The Nachod Cases 

In the Appellant’s reference to the. Nachod cases cited 
at the bottom of page 12 of its Brief, the original case 
which, was timely filed under Section 4915 was dismissed 
because service could not be had on the defendant who was 
. not an inhabitant of that district. In other words the 
plaintiff was in the wrong Court, the District Court of 
Connecticut. A later attempt to file a second case in the 
District Court of the District of Columbia where service 




could be had under Section 72a was dismissed because the 
second case had not been filed within the statutory period. 

Klumb v. Roach, 151 Fed. 2d' 374 

This bill was timely filed against one of two owners. 
When the plaintiff tired to make the other co-owner & 
party after the statutory period had expired, the case was 
dismissed as to him. The case is obviously not applicable 
to the facts here. - 

2. Further Proof That Appeal was Not Taken to the 
Court of Customs and Patent Appeals not Necessary. 

(a) Comment on Appellant’s Arguments. 

There is no merit in the contention by Appellant that- 
it was necessary for Appellee to prove that no appeal had 
been taken to the United States Court of Customs and 
Patent Appeals. 

In its Complaint Appellee alleged that no appeal had 
been taken to the United States Court of Customs and 
Patent Appeals, and in its Answer Appellant stated that 

“12. This defendant has no knowledge save from 
the allegations of paragraph 12 that no appeal has 
been taken to the United States Court of Customs 
& Patent Appeals as alleged in paragraph 12 of the 
Complaint;—” 

This was not a positive denial of Appellee’s allegation that' 
a suit had not been filed. 

Apparently, Appellant has embarked on a quest for 
technicalities, no matter how trivial, in order to succeed 
in its efforts to defeat registration by Appellee. 

In every appeal to the United States Court of Customs 
and Patent Appeals, notice of the appeal is first given to 
the Commissioner of Patents, and in every action in the 












District Court under Seg^qn 4915 of the Revised Statutes 
of the'United Statess^the Commissioner of Patents lq^ervfe 
■with a copv of the Complaint. The Commissioner being a 
party in Ss case,'fitfully cognizant of the proceedings*, 
and in Sanction before the District Court under Section 
4915 oftlie Revised Statutes the Commissioner of Parents 
admittm the filing of his Answer and in proceeding With 
the defense of the action that no appeal has been taken to 
the United States Court of Customs and Patent Appeals. 

It was encumbent upon Appellant as a codefendant with 
the Commissioner to indicate if such an appeal had been 
filed, but Appellant knowing that no such appeal has been 
filed, or at least having no knowledge that such an appeal 
has been filed, seeks to rely upon a technicality relative to 
proof. Further, it is submitted that if, there had been 
any doubt in the mind of His Honor Judge O ’Donoghue of 
the District Court, as to this question, it would have been 
dissipated before his decision was rendered. 

* - i; . • I 

'Further, it does not appear to be propitious to urge this 
question at this time, but it should have been urged at the 
pretrial conference, the very purpose of which was to dis¬ 
pose of any and all matters possible and to formulate the 
issues. As a result of the pretrial conference it was noted 
on the record (App. 16) that the only question left for 
adjudication was whether or not the marks were confusing¬ 
ly similar and issue thereon was definitely established. 

It is submitted that this appeal properly may only ques¬ 
tion the findings of the lower court, which was that Ap¬ 
pellee’s mark was registrable. 

Certainly, if the District Court had had no jurisdiction 
or had had any doubt about the facts in the case, or that 
there had been any appeal filed to the United States Court 
of Customs and Patent Appeals, it would not have rendered 
its decision, and we fail to find any basis for Appellant’s 
contention that because it was not certain that no appeal 





had been taken to the United States Court of Customs and 
Patent Appeals, the court was without jurisdiction and 
could not properly render a decision: 


McNutt v. General Motors Corp 298 IJ. S. 178 

This case involved a question of proof of the jurisdic¬ 
tional amount which question was definitely put at issue by 
the pleadings. It is submitted that in the case now before 
the Court the question of lack of jurisdiction of the District 
Court, because of failure to prove the negative fact that ap¬ 
peal had not been taken to the Court of Customs and Pat¬ 
ent Appeals, was hot at issue and there was therefore no 
burden on the Appellee to introduce such evidence at the 
trial. 


3. The District Court is Correct in Its Decision That the 
Marks are not Confusingly Similar. 


Relative to the third question raised by Appellant, on 
which question the court must have passed in reaching its 
decision, namely, that the marks are dissimilar, or are not 
confusingly similar, Appellant has relied upon a large 
number of registrations, only one of which is for goods of 
the same descriptive properties, namely shoes. These 
registrations are for arch supports, foot soap, cream for 
relief of sore feet, foot bath tablets, foot measuring devices, 
and one is for shoes, and the like. The majority of these 
marks include “ped”- or “pedic”, which contrary to Appel¬ 
lant’s contention is indicative or descriptive of the foot 
Appellant has attempted to construct a hypothetical mark 
by the arbitrary selection of portions of several marks, and 
urged such arbitrary mark as a basis for refusal or registra¬ 
tion of Appellee. There appears no “rhyme or reason” for 
the selection and combination of portions of several marks/ 
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Appellee’s mark, sought to be registered, is a composite' 
mark consisting of the two separate words “Medico pjedic* 
on a bar at the top of a pentagonal background. (App. 53) 

Appellee does not rely on any portion or element of its. 
trade-mark, independent of any other element, and this 
includes the words “Medico” and “Pedic”, which respecturfl* 
ttif describe the medical or foot characteristics of Appel- 
lee’s shoes. , 


In the Patent Office the application for registration was 
favorably acted upon by the Examiner of Trade-Marks who 
could not have but known of opposer’s registrations, and 
the mark was favorably acted upon and passed for publica¬ 
tion prior to the filing of the Opposition. The Examiner of 
Trade-Marks was more intimately acquainted with marks 
of the opposer relied upon in the Notice of Opposition than 
anyone else. These marks are: 

“Medical” for arch-supports in Class 44, Dental medical, 
and surgical appliances. _ | 

“Peidco” for foot soap in Class 4, Abrasive, detergent, 
and polishing materials. 

“Pedicreme” for an analgesic cream for relief for Sore 
feet in Class 6, Chemicals, medicines, and pharmaceutical 
preparations. 

I 

“Schopedic” for arch-supports in Class 44, Dental, medi¬ 
cal, and surgical appliances. | • 

• i 

“Osteopedic” for arch-supports in Class 44, Dental, medi¬ 
cal, and surgical appliances. - j 

“Ped-o-Kube” for medicated and perfumed footbath tab¬ 
lets in Class 6, Chemicals, medicines, and pharmaceutical 
preparations. 

“Pedo-graph” for a foot measuring device in Class 26, 
Measuring and scientific appliances. 







“Pedo-Print” for a foot measuring device in Class 26, 
Measuring and scientific appliances. 

“Kiropedic” for arch-supports in Class 44, Dental, medi¬ 
cal, and surgical appliances. - 

“Practipedic” for arch-supports in Class 44, Dental, 
medical, and surgical appliances. 

“Practipedic” for shoes, boots and slippers of leather, 
leather in combination with fabric and elastic, and with 
rubber heels in Class 39, Clothing. 

- Of all these registrations the only one for shoes is the 
last, namely “Practipedic” written as a single word, the 
only similarity between which and the mark sought to be 
registered is the terminus “pedic” which is descriptive. 
Appellant, The Scholl Company, deals in miscellaneous 
products, such as arch-supports and the like, used in con¬ 
nection with the feet, but in opposing it relied upon marks 
of widely diversified character which clearly indicate that 
it considers that it has an exclusive monopoly in the 
descriptive word “ped”. - — 


4. Appellant Has No Vested Bight to Exclusive Use of 
“Pedic”. 


The word “Ped” or “Pedic” is derived from the Latin 
word “pes pedes” meaning foot and has many uses in the 
English language. 

The Appellant, throughout its argument attempts to im¬ 
ply that it has some sort of vested proprietary right in 
the use of the word “Ped” as well as the many variations 
•of this word. * - 

This was certainly not the conclusion reached by the 
Examiner of Trade Marks who originally acted upon the 
Appellee’s application and passed it for publication, as has 
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tion, 4 F. 2d 303, (“Speedboy” and "Speed Wagon”); 
Ansco Photo-products, Inc. v. Eastman Kodak Co., 19 F. 
2d 720, ("Speedex” and “Speedway”); Louis Meyers & 
Son, Inc. v. O’Callaghan & Fedden, Inc., 18 F. 2d 83i; Win- 
get Kickemick Co. v. LaMode Comment Co., 42 F. 2d 513; 
Pure OH Co. v. The Pep Boys — Manny, Moe & Jack, 128 
F. 2d 34 (53 USPQ 508); California Packing Corp. v. Sun- 
Maid Raisin Growers, 7 F. Supp. 497 (23 USPQ 139). 

On Page 9 of Appellant’s Brief there is a statement, be¬ 
ginning under heading III, that— 

"At the time appellee entered the field with its 
mark ‘Medico Pedic’, appellant, to appellee’s know¬ 
ledge, had for a great many years sold shoes, foot 
appliances and foot remedies, in large quantities, 
throughout a large part of the United States, under 
trade marks nationally known and extensively ad¬ 
vertised, such as ‘Practipedic’, ‘Medical’, ‘Pedico’, 
‘Pedicreme’, ‘Schopedic’, ‘Osteopedic’, ‘Kiropedic’ 
and ‘Pedicure’.” 

This statement does not appear to be in accordance with 
facts. There is nothing to show that Appellee had any 
such knowledge. Furthermore, this statement appears to 
be at variance with Appellant’s own record, for the only 
mark under which shoes were sold by Appellant was 
"Practipedic”. Later, in the same paragraph, the state¬ 
ment appears that— 

“Appellee’s mark is not only confusingly similar 
to appellant’s trade mark ‘Practipedic’ but is in sub¬ 
stance a combination of two of appellant’s trade 
marks ‘Medical’ and ‘Pedico’ applied to goods of 
the same descriptive properties.” 

This statement, likewise, appears to be inaccurate, for 
these marks even when combined do not form Appellee’s 
mark, and they are respectively for arch supports and 
foot soap, neither of which are of the same descriptive 
properties as Appellee’s mark. 
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In the next succeeding paragraph it is stated— 


“Appellee’s mark prominently employs the syllable 
edic’ which is also a prominent part of several of 


‘Pedic’ which is also a prominent part of several of 
* appellant’s trade marks applied to identical goods 
and to goods of the same class.” 


This statement is incorrect. Appellant does not have 
several trade marks applied to goods identical with Ap¬ 
pellee’s. ! 


About the center of Page 10, of Appellant’s Brief, Ap¬ 
pellant has charged that the court erred in admitting evi¬ 
dence as to the alleged descriptiveness of Appellant’s trade 
marks, and concerning the alleged use of trade marks of 
others, not parties to this suit. We fail to find an error 
here, or in any case for the court to seek analysis and in¬ 
terpretation of a trade mark. It is encumbent upon the 
court to mete justice. In the case at bar, if the conflict¬ 
ing portion of marks is descriptive, or in the public do¬ 
main, and therefore not susceptible of exclusive appropria¬ 
tion, the question of similarity is simplified, and the court 
did not commit error in viewing the case under considejra- 
tion from all angles. 


It was, therefore, most appropriate for the court to know 
that others have trade marks or trade names involving the 


use of various derivatives of the word “Ped” or “Pedic”! 


The following are a few examples taken from the Direct¬ 
ory Issue of Shoe & Leather Reporter. (App. 20) 


AID-O-PED 

Leonard & Barrows Shoe Co. 
Middleboro, Mass. 


ARCH-O-PEDIC 
Krippendorf-Dittmann Co. 
Cincinnati, Ohio 


- 




... 





DR. BURGER’S ORTHOPEDIC 

Jos. Burger 

New York, New York 

DOCTO-PEDIC 
. Weyenberg Shoe Mfg. Co. 

Milwaukee, Wisconsin 

KYROPEDIC 

P. Kyros Shoe Co., Inc. 

Lynn, Mass. : 

MATRIPEDIC • 

Morris Shoe Co. 

New York, New York 

MAY-O-PEDIC SHOES 

Morris Shoe Co. 

New York, New York 

On Page 14, of Appellant’s Brief, it is stated that Appel¬ 
lee and Appellant are competitors, and that Appellee 
actual knowledge of Appellant’s business. Appellee’s 
goods are shoes, while Appellant’s goods are miscellaneous 
items relating to the foot, including arch-supports, foot 
soap, foot cream, foot measuring devices, and the like, and 
the inference that Appellee copies Appellant’s marks is 
likewise without foundation in the record. 

On Page 17, of Appellant’s Brief, it states that both Mr. 
Taylor and Mr. Engleman are employed by Appellee at its 
District of Columbia store. This is not correct. Mr. 
Taylor is in Appellee’s store in Columbus, Ohio. 

On Page 24, of Appellant’s Brief, appears a heading— 

' “Appellee is an Admitted Copyist” 

Appellant attempts to create argument in its favor, which 
argument deserves no consideration. Appellee’s witness, 
Taylor, testified that he noticed a display card in a drug 
store with the word “Medico” in connection with a smok¬ 
ers article, viz., a pipe, (App. 20), and thought that with 
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the word “Pedic” it would be a good name for shoes. The 
use of this thought suggestion does not- make him a “copy- 
* ist”. On the contrary, the witness, as admitted by his 
frank statement, followed a very logical process of, the 
human mind in creating the mark. 

' I 

CONCLUSIONS . i 

/ 

That facts necessary, to give the District Court jurisdic- 
' tion of the case were alleged and proved. 

I 

„ That the District Court has given significance to Appel¬ 
lee’s mark, and its features, in comparison with the several 
marks of Appellant, and has held properly that the mark 
“MEDICO PEDIC” does not so nearly resemble the marks 
of The Scholl Manufacturing Company, Inc., as to be likely 
to cause confusion or mistake in the mind of the public. 

That Appellee’s mark has features which unquestionably 

distinguish it from any mark of Appellant. 

* 

That the District Court held properly that the Appellee 
is entitled to registration of the mark set forth in his ap¬ 
plication Serial No. 433,630. | 

It is respectfully urged that the judgment of the District 
Court be affirmed. 

. I 

Respectfully submitted, 

I 

A. YATES DOWELL, 

4 i 

I 

Attorney for Appellee , 

Munsey Building, 
Washington 4, D. C. 

May 17, 1946. I 
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IN THE 


United States Court of Appeals 

DISTRICT OF COLUMBIA. 


No. 9220. 


The Scholl Mfg. Co., Inc., Appellant, 

.. ! 

| 

The Sohiff Company and Casper W. Ooms, 
Commissioner of Patents, Appellees. 


Appeal from the Judgment of the District Court of the 
United States for the District of Columbia. I 


I 

REPLY BRIEF FOR APPELLANT. 


Appellee does not correctly state our position on the 
question of whether or not the court below had juris4iction 
to decide this suit. . 

Our position is that under Section 4915 appellee must 
allege and prove the following jurisdictional facts: j 

1. That the complaint was filed within six nionths 
after the Commissioner’s refusal to register appellee’s 
mark; and 
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2. That appellee did not take an appeal to the Court 
of Customs and Patent Appeals, or, if it did, that such 
appeal has not been decided and is not pending. 

We assert that it is appellee’s duty not only to make 
these jurisdictional averments in its complaint, but that, 
if made and traversed, as they were in the case at bar, 
appellee must prove these allegations. 

Appellee proved that while it filed the complaint on 
December 15, 1943, it was not diligent in obtaining service 
on appellant. Appellant was not served until after the six- 
month period .expired. That delay was caused by appellee. 
Although appellant was licensed to do business in the 
District of Columbia and had a place of business in the 
District of Columbia, appellee sent the summons to Chicago 
for service. The situation is thus substantially the same 
as it was in the case of U. S. v. Kearns , 26 F. 2d 235. 

On page 6 of its brief, appellee argues that proof that 
it did not take an appeal to the Court of Customs and 
Patent Appeals was not necessary, thus conceding that this 
second jurisdictional fact was not proved. Whether such 
proof is necessary is a question of law. We urge that it 
was necessary for appellee to make such proof under the 
doctrine of McNutt v. General Motors Corp., 298 U. S. 
178, and the applicable statute (28 U. S. C. 80, Appellant’s 
Br. p. 6), since appellant traversed that allegation. 

Appellee says (Br. p. 6) that the allegation in appel¬ 
lant’s answer (Par. 12) “was not a positive denial of 
appellee’s allegation that a suit had not been filed. ’ ’ How¬ 
ever, under the Rules of Civil Procedure (Rule 8(b)), that 
pleading constituted a denial of the jurisdictional aver¬ 
ments of the complaint and put appellee to its proofs. 

Appellee also argues (Br. p. 7), that here “the Commis¬ 
sioner of Patents admitted in the filing of his answer and 
in proceeding with the defense of the action that no appeal 
has been taken to the United States Court of Customs and 
Patent.” In this proceeding appellant is the adverse party 







3 


—the real party in interest—and the Commissioner merely 
a nominal party. Futhermore, the answer of tlje Commis¬ 
sioner was not offered in evidence. 

Appellee (Br. p. 7) refers to the pre-trial drder. No 
one representing appellant was present at the pre-trial 
conference. Furthermore, the question of jurisdiction of 
the subject matter is always open. It cannot J^e waived 
or conferred upon the court by the parties {Greep, v. Oberg- 
fell , 73 App. D. C. 298, 121 F. 2d 46). j 

There is still another point. What constitutes taking 
an appeal to the Court of Customs and Patenjt Appeals 
is a mixed question of law and fact. The Commissioner 
may be mistaken in saying that no such appeal yas taken. 
Appellee may have taken some steps which aijnounts to 
the taking of such an appeal. If so, the court belbw lacked 
jurisdiction. In Bakelite Corp., et al. v. National Aniline 
& Chemical Co., 83 F. 2d 176, 2nd Circuit,it was held that 
the filing with the Commissioner of a notice of appeal and 
the reasons of appeal constituted the taking of ^n appeal 
to the Court of Customs and Patent Appeals and deprived 
the court of jurisdiction. 

It was incumbent upon appellee to prove its jurisdic¬ 
tional averments inasmuch as they were traversed.! Having 
failed to do so, the complaint must be dismissed for lack 
of jurisdiction. 

Appellee relies upon 28 U. S. C. A. 723(b) and the Rules 
of Civil Procedure enacted pursuant to that statute. This 
statute and the Rules relate to procedure only apd do not 
affect jurisdiction or venue. Rule 82 expressly provides: 

“These rules shall not be construed to extend or 
limit the jurisdiction of the district courts of tile United 
States or the venue of actions therein.” j 

i 

The Goods Involved. 

Appellee admits that it applies its mark to shoes (Br. 
p. 2). Appellee also admits, on page 8 of its brief, that 


i 


I 
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appellant uses its mark “Practipedic” for shoes. Thus 
the goods are identical —not merely “goods of the same 
descriptive properties”—as appellee contends (Br. p. 8). 

Appellee also admits (Br. p. 10) that appellant applies 
the same mark “Practipedic” to arch supports, and its 
other trade marks to arch supports and to “foot soap”, 
“analgesic cream for relief of sore feet”, “medicated and 
perfumed foot bath tablets” and to “foot measuring de¬ 
vices”. These items clearly constitute goods of the same 
descriptive properties. 

In E-Z Waist Co. v. Reliance Mfg. Co., 286 F. 461, 52 
App. D. C. 291, this Court held that work shirts and chil¬ 
dren’s shirts, union suits and sleeping garments are goods 
of the same descriptive properties; and in R. H. Macy & 
Co. v. H. W. Carter & Rons, 12 F. 2d 190, 56 App. D. C. 
248, this Court held that hosiery and men’s and boy’s coats 
possessed the same descriptive properties. 

Also in the following cases the goods mentioned were 
adjudged to be of the same descriptive properties: 

Men’s and women’s belts and collars, shirts and 
other wearing apparel. Cluett Peabody & Co. v. 
Wright, 46 F. 2d 711, C. C. P. A. 

Men’s shoes and men’s shirts, topcoats and over¬ 
coats. Re Keller, Heumann & Thompson Co., 81 F. 
2d 399, C. C. P. A. 

Leather shoes and artificial leather some of which 
was used for inner shoe soles. J. Greenebaum Tanning 
Co. v. Respro, Inc., 94 F. 2d 818, C. C. P. A. 

Waterproofed wearing apparel and waterproofed 
fabrics. Rogers Peet Co. v. B. F. Goodrich Co., 143 
F. 2d 880, C. C. P. A. 

The Marks Are Confusingly Similar. 

That “Practipedic” used on shoes by appellant and 
“Medico-Pedic” used on shoes by appellee are confusingly 
similar, as was decided by the Examiner of Trade Mark 
Interferences (App. 54) and by the Commissioner of Pat- 
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ents (App. 57), is conclusively established by the evidence 
in this case. 

The evidence does not show that “Pedic” is descriptive 
or common to the industry. The record showjs the con¬ 
trary. Appellee’s own witness, the manager of one of its 
stores, testified (App. 23): 

"\ i 

“* * * besides this word ‘Pedic’ as near ad I can see 
does not really have a meaning.” 


On pages 10-12 of its brief appellee contends th^it the doc¬ 
trine laid down by this Court in Patton Paint Col v. Sunset 
Paint Co., 290 F. 323, should be followed here. 

We respectfully submit that the Patton cash and the 
cases following it are not in point. The facts in the case at 
bar and in those cases are wholly different. 

In the Patton case, and in the other cases relied upon 
by appellee, the newcomer innocently adopted the mark. 
Such is not the case here. In the case at bar^ appellee 
adopted “Medico-Pedic” for shoes with full knowledge of 
appellant’s prior use of its trade mark “Practippdic” for 
shoes and of its other trade marks for goods of the same 
descriptive properties (App. 23). Appellee formerly sold 
appellant’s goods bearing these trade marks and thus was 
fully familiar with apellant’s goods and trade majrks. 

Also in the Patton case, and in the cases following it, 
the evidence showed that the only similarity was in the 
use of a word common to the industry or descriptive of the 
goods, and easy to pronounce. Such is not the chse here. 

We respectfully submit that the doctrine laid flown by 
this Court in Wanamaker v. Warner, 58 App. Dl C. 284, 
29 F. 2d 872, is applicable here. 

“Practipedic” and “Medico-Pedic” are likely to lead 
to confusion in the memory of the average buyer! of such 
goods. These marks are not as easily distinguishable one 
from the other as are such easily pronounced marks as 
“Sun Proof” and “Sun Glo” or “Quaker Ma^d” and 
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“Quaker City” involved in the cases relied upon by ap¬ 
pellee. 

The recent case of Rogers Peet Co. v. B. F. Goodrich Co., 
143 F. 2d 880, C. C. P. A., is very similar in its facts to the 
case at bar. There Rogers Peet Co. was the owner of trade 
mark registrations No. 95,149 for “Scotch Mist Proofed” 
for use on outer suits and overcoats, No. 121,006 for “Scotch 
Mist” for use on hats and caps, No. 342,520 for “Highland 
Mist” for use on similar goods, and No. 358,782, a com¬ 
posite mark, the dominant feature of which was the word 
“Mist”, also used on similar goods. Applicant sought to 
register “Koromist” for waterproofed material. As in 
the case at bar, applicant there referred to prior registra¬ 
tions of third parties. 

The court held that “Koromist” was confusingly similar 
to the marks of Rogers Peet Co. and said, at page 881: 

“We have frequently said that an applicant for the 
registration of a trade-mark does not strengthen his 
own case by pointing out a confusing similarity between 
trade-marks registered in the Patent Office which are 
not involved in an applicant’s proceeding. It has 
always been the view of this court that an applicant’s 
right to the registration of a mark, which implies the 
exclusive right to use the same, is not enlarged or 
changed by a consideration of confusingly similar 
trade-marks which have been registered in the Patent 
Office. Appellee’s argument, in effect, amounts to a 
contention that since there is already confusion by rea¬ 
son of Patent Office registrations and extensive use of 
the term ‘dent’ in many marks, it should have the right 
to further add to the existing confusion. We do not 
think the registration statute was intended to promote 
such a condition as appellee, in effect, argues for.” 

And at pages 882 and 883, the court said: 

“Furthermore, appellee has appropriated appel¬ 
lant’s entire mark ‘Mist.’ We are of opinion that the 
marks of the parties are confusingly similar.” 


In the case at bar, appellee likewise has appropriated the 
distinguishing feature of appellant’s trade markl, that is, 
“Pedic”, and in substance appellant’s entire mart “Medi- 
cal”. 

Conclusion. 

The fact that the requisite jurisdictional fapts were 
traversed and not proved is established. | 

The record conclusively establishes that appellant was 
the first in the field with its mark “Practipedic” ^n shoes, 
and with its other marks “Medical”, “Pedico” “Pedi- 
creme”, “Schopedic”, “Osteopedic”, “Pedo-gra)?h’‘ and 
“Ped-0-Kube’‘ for other foot appliances; that “ifedic” is 
the dominant feature of appellant’s trade marks; that ap¬ 
pellant was the pioneer user of “Pedic” for shoes and 
similar goods; that appellee had knowledge of this fact 
before it adopted “Medico-Pedic” for shoes; tha|t appel¬ 
lant’s trade marks are valuable, extensively u$ed, and 
identify a valuable business; and that “Medico Pecjlic” and 
“Practipedic” are so similar in sound that the concurrent 
use of the marks on shoes would be likely to cause confusion 
and mistake in the mind of the public and to deceive pur¬ 
chasers, as was found by the Commissioner of Patents 
(App. 58). 

The record also shows that long before appellee entered 
the field, it was appellant’s practice to offer its goods under 
trade marks such as “Practipedic”, “Schopedic”, Osteo¬ 
pedic” and “Medical”. It is only natural and probable 
that the purchasing public will assume that shoes bearing 
“Medico-Pedic” originated with appellant. 

We respectfully submit that the judgment belowt should 
be reversed and the complaint dismissed. 

William A. Smith, Jr.,, 

Attorney for Appellant, 

Alexander C. Mabee, Woodward Building, 

Samuel W. Kipnis, Washington 5, D. 0. 

Carlton Hill, 

Of Counsel for Appellant . 


